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In The 


United States Court of Appeals 

FOE TEE DISTRICT OF COLUMBIA 


APPEAL NO. 8206 


SAFEWAY STORES, INCORPORATED, 

Appellant, 


v. 


CONWAY P. COE, The Commissioner of Patents, and 
SOUTHERN INDEPENDENT OIL & REFINING 

COMPANY, INC., 

Appellees . 


Appeal From the Judgment of the District Court of the 
United States for the District of Columbia 


BRIEF FOR APPELLANT, SAFEWAY STORES, IN¬ 
CORPORATED, IN OPPOSITION TO MOTION TO 
DISMISS APPEAL BY APPELLEE, CONWAY P. 
COE, COMMISSIONER OF PATENTS. 


STATEMENT OF THE CASE. 

This is a civil action brought under R. S. 4915, con¬ 
cerning registration of the trade-mark “SAFEWAY” in 
the Patent Office. The essential facts of the case are set 
forth in the printed “Brief and Appendix for Appellant” 
filed in this Court on June 1, 1942. 
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In accordance with the Order of this Court on January 
22, 1943, this brief is filed in opposition to appellee Coe’s 
Motion to Dismiss the Appeal. 

The issue raised by appellee Coe's “Motion to Dismiss 
Appeal” filed July 6, 1942, is whether or not the appeal 
from the District Court of the United States for the Dis¬ 
trict of Columbia was taken within the period of appeal 
under Rule 10 of this Court. 

The important dates are as follows: 

On October 17, 1941 the District Court dismissed the 
Complaint, principally on the ground that the Commis¬ 
sioner of Patents is not a proper party to a suit under 
R. S. 4915. (Appellant’s App. 22) 

On November 17, 1941 appellant filed Motion for Re¬ 
hearing and to Vacate Order Dismissing Appeal and to 
Deny Defendant’s Motion to Dismiss the Complaint.” 
(Appellant’s App. 23-24) 

On December 18, 1941 the District Court having enter¬ 
tained the Motion for Rehearing, oral reargument was 
held and appellee’s Motion to Dismiss the Complaint was 
reconsidered. (Appellant’s App. 25) 

On January 17, 1942 the District Court entered its 
Final Order, (Appellant’s App. 26), overruling the Mo¬ 
tion for Rehearing. 

On February 14, 1942 appellant gave due notice of ap¬ 
peal to this Court (Appellant’s App. 30), which action 
was taken within thirty davs from said January 17, 1942, 

• • • 7 ” 

when the District Court entered its final decision. 

On July 6, 1942 appellee filed his Motion to Dismiss 
Appeal. 
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SUMMARY OF ARGUMENT. 

1. The Order filed January 17, 1942 (Appendix 26)*, 
from which the appeal was taken, is the final and appeal- 
able order of the District Court after the rehearing held 
on December 18, 1941. The Notice of Appeal was given 
on February 14, 1942, (Appendix 30), within the thirty- 
day period of appeal, under Rule 10 of this Court. 

2. In entertaining and setting down for rehearing the 
appellant’s “Motion for Rehearing” filed on November 
17, 1941, (Appendix 23-24), and in actually rehearing said 
Motion on December 18, 1941, and in giving reconsidera¬ 
tion to its said Order of October 17, 1941, (Appendix 22), 
the District Court in effect allowed that part of appel¬ 
lant’s said Motion requesting the rehearing, and retained 
its control and jurisdiction of the case. Therefore, the 
period for appeal did not begin to run until January 17, 
1942, when the District Court’s final order was entered. 

3. Bv the order of the District Court entered January 

* • 

17, 1942 (Appendix 26), after the rehearing had been held 
on December 18, 1941, what the District Court did in 
effect was to again dismiss the Complaint. The filing of 
the Motion for Rehearing, and the rehearing and recon¬ 
sideration suspended and brought forward to January 17, 
1942, the effective date of the original Order of October 
17, 1941, which had dismissed the Complaint. 

4. A Motion for Rehearing is not a “Motion for New 
Trial” under Rule 59, Federal Rules of Civil Procedure. 

“Although there appears to be no express provi¬ 
sions in the rules for a motion to rehear, yet there is 
implied recognition of such procedure. Necessarily 

• All references to "Appendix” in this Brief are to Appellant’s 
Appendix. 
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too, a court must have the right to reconsider. Yet a 
motion to that end should be seasonably made.” Sey¬ 
mour v. Potts <f- Callahan Contracting Co., et al., 2 
Fed. Rules Decisions 38, decided July 23,1941. DC DC. 

Appellant’s Motion for Rehearing was seasonably made, 
because it was filed on November 17, 1941, within 30 days 
from October 17, 1941, and before the time for appeal 
had expired. 

5. By his acts in entering his general appearance on 
March 21, 1942, in this Court of Appeals (Appendix 29— 
Docket Entries), entering into Stipulations filed April 
21, June 1, June 10 and consenting to motion filed July 13 
for extension of time to file briefs in this Court of Ap¬ 
peals (Appendix 29), the appellee Coe is thereby estopped 
and deemed to have waived any right to make objections 
in this Court regarding alleged technical informalities 
concerning the timeliness of said Motion for Rehearing. 

STATEMENT OF FACTUAL BACKGROUND. 

Docket entries in the District Court and in this Court 
of Appeals are shown in Appendix 27, 28, 29. 

Appellant was plaintiff in the District Court, and the 
Appellee Coe was one of two defendants there. Both 
defendants moved to dismiss the Complaint in the Dis¬ 
trict Court (Appendix 21). The other defendant, Southern 
Independent Oil & Refining Company, has not filed an 
appearance in this appeal. 

On October 17, 7941 the District Court ordered the 
Complaint dismissed as to both defendants, principally 
on the ground that appellee Coe was not a proper party 
(Appellant’s Appendix 22). 
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On October 27,1941 this Court of Appeals handed down 
its decision in the case of Tomlinson of High Point v. 
Coe, Commissioner of Patents, 74 App. D. C. 364, 123 
Fed. (2d) 65. That decision, in appellant's opinion, is a 
clear authority for appellant’s right to maintain the 
present action in the District Court, and that the Com¬ 
missioner of Patents is a proper party in this suit under 
R. S. 4915. 

On November 17, 1941, promptly after counsel for ap¬ 
pellant learned of the decision of this Court in Tomlinson 
v. Coe, supra, through published report thereof, appellant 
filed in the District Court a Motion for Rehearing (Ap¬ 
pendix 23-24) and asked the District Court to reconsider 
its said decision of October 17, 1941, in the light of this 
Court of Appeals’ said decision in Tomlinson of High 
Point v. Coe, Commissioner of Patents, 74 App. D. C. 364, 
123 Fed. (2d) 65, dated October 27, 1941. 

On December 13, 1941, appellant’s Motion for Rehear¬ 
ing was set for rehearing on December 18, 1941 (Ap¬ 
pendix 25). 

On December 18, 1941, an oral rehearing was held in 
the District Court, at which time the appellee Coe’s said 
Motion to Dismiss the Complaint was fully reargued by 
counsel for appellant and by counsel for appellee: briefs 
were filed by both parties, and reconsideration thereof 
was given bv the District Court. 

On January 17, 1942 the District Court, after consider¬ 
ation of appellant’s said Motion for Rehearing, signed 
an order denying said motion (Appellant’s Appendix 26). 

On February 14, 1942 appellant gave notice of appeal 
to this Court (Appendix 30), from said Final Order of 
January 17, 1942. 
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On March 19, 1942 general appearance for appellant 
filed (Appendix 29). 

On March 21, 1942 general appearance for appellee Coe 
filed (Appendix 29). 

On June 1 , 1942 Stipulation extending time to June 10, 
1942 for filing Brief and Appendix for appellant filed 
(Appendix 29). 

On June 1 , 1942 forty copies of appellant’s printed 
Brief and Appendix were filed in this Court of Appeals 
(Appendix 29). 

On June 8, 1942 appellee Coe requested appellant to 
concur in a stipulation extending the time for filing ap¬ 
pellee Coe’s Brief on Appeal. Counsel for appellant con¬ 
curred in tins stipulation, filed on June 10, 1942 (Appen¬ 
dix 29). 

On July 6, 1942, more than five weeks after appellant’s 
printed Brief and Appendix had been filed in this Court, 
and more than fifteen weeks after his general appear¬ 
ance had been filed, appellee Coe filed his Motion to Dis¬ 
miss Appeal (Appendix 29). 

On July 13, 1942 appellee Coe consented to granting 
of appellant’s Motion to Extend Time to Reply to Ap¬ 
pellee Coe’s Motion to Dismiss Appeal. This Motion was 
granted by the Court on July 15, 1942 (Appendix 29). 
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ARGUMENT. 


I. 

The Order Of The District Court Filed January 17, 1942, 

Is A Final Order Dismissing The Complaint, And Is 

Appealable. 

A final order dismissing the complaint is a final, ap¬ 
pealable judgment within meaning of Sec. 128, Judicial 
Code (28 U. S. C. A., Sec. 225). 

The original Order of October 17, 1941 (Appendix 22), 
dismissing the Complaint, was in effect suspended when 
the Motion for Rehearing w*as filed on November 17, 1941 
(Appendix 23-24), entertained by the Court, and actually 
reheard and reconsidered on December 18, 1941. The Dis¬ 
trict Court thereby retained its control and jurisdiction 
over the case. The effective date of the first Order of 
October 17, 1941 was brought forward to January 17, 
1942, when the Final Order (Appendix 26), on the Motion 
for Rehearing was entered. Therefore, the time for ap¬ 
peal did not begin to run until January 17, 1942. 

The Final Order entered January 17, 1942, ended fur¬ 
ther proceedings in the District Court, and is appealable. 
A judgment is not generally treated as final until 
a motion for new” trial or rehearing which has been 
entertained by the Court has been disposed of. Tn 
such a case the time for appeal runs from the date 
of such disposition of the motion for rehearing. The 
Supreme Court said: 

“The grounds for the motion to dismiss are 
these: (a) That the appeal was not taken within 90 
days after judgment. Rev. Stat. Sec. 708, (b) that 
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the appeal prayed for and allowed was not from 
the judgment o*f January 4, 1909, ‘but merely from 
the order overruling the motion for a new trial.’ 
The motion is without merit.” 

The judgment entered did not become tinal judgment 
for the purpose of appeal until the motion for a 
new trial had been disposed of. United States v. 
FMicott, 223 l T . S. 524, 539. 

Tt will be observed that in the above mentioned case 
the Supreme Court ruled that the appellee's contention 
that the appeal was not from the judgment of the lower 
court “but merelv from the order overruling the motion 
for a new trial” was without merit. The appeal is from 
the final order dismissing the Complaint, after rehearing. 

The appellee Coe’s contention that appellant has merely 
appealed from the District Court’s Order of January 17, 
1942, denying Motion for Rehearing, instead of appeal¬ 
ing from the original Order of October 17, 1941, dis¬ 
missing the Complaint, is without merit (Appendix 30). 

See also, Chicago, Great Western Railroad Co. v. Bas¬ 
ham , 249 IT. S. 164, holding that the date when final order 
and judgment on motion for rehearing was entered is the 
date from which time for appeal begins to run. 

A decree may be final as to the merits and to the 
time relations: but where a chancellor denies a peti¬ 
tion for a rehearing, it may be the final judicial 
action in the case despite an earlier decree on the 
merits which otherwise was final, the final order 
bringing forward to the time thereof the original 
decree on the merits. National Brake Electric Com¬ 
pany v. Christensen , 258 Fed. 880, C. C. A. 7, 1919). 
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n. 

Appellant’s Motion Of November 17, 1941 For “Rehear¬ 
ing And To Vacate The Orders Dated October 17, 1941 
Dismissing The Complaint, And To Deny The Appel¬ 
lee’s Motion To Dismiss, And To Require Appellee To 
Answer,” Is Not A “Motion For A New Trial”. 

The appellee Coe’s contention that appellant’s Motions 
of November 17, 1941 for rehearing were not filed within 
the period of ten days prescribed by Rule 59 (b), Fed¬ 
eral Rules of Civil Procedure, is without merit. Rule 59 
specifically refers to “New Trials” only. It states that 
a new trial may be granted (1) “where there has been a 
trial by jury,” and (2) “in an action tried without a 
jury.” 

There was no trial in the District Court, because the 
Court dismissed the Complaint even before the appellee 
had filed an answer. 

Rule 59 (b), “Time for Motion,” refers specifically to 
“A motion for new trial.” It does not even mention 
“motion for rehearing,” or specify the time for filing a 
motion for rehearing. 

A “motion for new trial,” after there has been a trial, 
may be made, under Rule 59, even after the expiration of 
the ten-day period and before the expiration of the time 
for appeal, on the ground of newly discovered evidence, 
with leave of court obtained on notice and hearing, and a 
showing of due diligence. 

Tf a Motion for Rehearing of an order dismissing the 
Complaint is to be construed as a Motion for New Trial 
under Rule 59, Federal Rules of Civil Procedure, as con¬ 
tended by appellee Coe, then it is reasonable to regard 
the fact of the ascertaining by appellant of the subsequent 
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decision of this Court in Tomlinson of High Point v. Coe, 
Commissioner of Patents, 74 App. D. C. 364, 123 Fed. (2d) 
65, as “newly discovered evidence.” 

“There can be no doubt that if a petition for re¬ 
hearing in a court of equity is seasonably filed the 
time allowed for appeal is suspended until it is ruled 
on. Morse v. United States , 270 IT. S. 151, 46 S. Ct. 
241, 70 L. Ed. 51S. Such a petition must be filed 
within the time allowed for appeal. Conboff v. First 
National Sank of Jerse.fi Citg, 203 U. S. 141, 27 S. Ct. 
50, 51 L. Ed. 128; Northwestern Public Service Co. v. 
Pfeifer (CCA 8) 36 Fed. (2d) 5. If a rehearing is 
applied for in good faith the time for appeal is tolled, 
although it may fail to meet the full requirements as 
to form. Thomas Dag Co. v. Doble Laboratories 
(CC^V 9) 41 Fed. (2d) 151. Where a motion for a new 
trial or petition for rehearing is a matter of right, 
time is tolled bv the filing thereof. Kingman v. West¬ 
ern Mfg. Co., 170 U. S. 675, 18 S. Ct. 786, 42 L. Ed. 
1192; Pagne v. Garth (CCA 8) 285 Fed. 301. Where 
not a matter of right, or where the petition is in¬ 
formal, time is tolled if the court considers or enter¬ 
tains the petition.” Larkin Packer Co. v. Hinderliter 
Tool Co., 60 Fed. (2) 491 (1932) (CCA 10). 

Appellant’s Motion for Rehearing was in fact made 
within thirty days from October 17, 1941, before the ex¬ 
piration of the time for appeal, and therefore was season¬ 
ably made. There was sufficient showing of good faith 
and due diligence to satisfy the District Court. 

In Seymour v. Potts & Callahan Contracting Co. et al., 
2 Fed. Rules Decisions 38, decided July 23, 1941, Associate 
Justice Proctor said, at page 39; 

“Although there appears to he no express provi¬ 
sions in the rules for a motion to rehear, yet there is 
implied recognition of such procedure. Rule 59 (a) 
(2) Fed. Rules of Civil Procedure, 28 U. S. C. A. fol¬ 
lowing Sec. 723c; Rule 15, Par. 1, D. C. Rules; also 
Rule 9 (f) new Local Civil Rules. Necessarily too, a 
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Court must have the right to reconsider. Yet a motion 
to that end should be seasonably made.” 

The filing of a petition for rehearing suspends run¬ 
ning of period of appeal from order of Communica¬ 
tions Commission. The right to rehearing before the 
Communications Commission should be availed of by 
aggrieved persons, both for their own protection and 
to afford opportunity to the Commission to correct 
errors or to hear newly discovered evidence before 
appeal. (Citing Brockett v. Brockett, 2 Howard 238, 
249; 11 Law Edition 251: Texas & Pacific Railway v. 
Murphy , 111 I T . S. 488; 4 S. Ct. 497; 28 L. Ed. 492; 
Memphis v. Brown, 94 U. S. 715; 24 L. Ed. 244.) 
Southland Industries, Inc. v. Federal Communications 
Commission, 69 App. D. C. 82; 99 Fed. (2) 117 (1938). 

m. 

A Motion For Rehearing Suspends The Running Of The 
Time For Taking An Appeal, And The Time Within 
Which The Proceeding To Review Must Be Initiated 
Begins From The Date Of The Final Order Entered 
After The Rehearing Was Held. 

AY ell established is the general principle that where a 
motion for rehearing is made or presented in season and 
entertained by the court, the time limit for appeal does 
not begin to run until the motion for rehearing is dis¬ 
posed of. Until then the judgment or decree does not 
take final effect for the purpose of appeal. The enter¬ 
taining of the motion for rehearing keeps the .jurisdic¬ 
tion alive, and the granting of the motion may be abso¬ 
lute or denied thereafter as the Court may determine. 
Aspen Mininy & Smelting Company v. Billings, 150 IT. S. 
31, 36; Voorhees v. Noye Mfg. Co., 151 U. S. 135. 

A judgment is not final so that jurisdiction of the 
appellate court may be invoked while it is still under the 
control of the trial court through the pendency of a mo- 
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tion for a new trial. The presumption is that the motion 
for rehearing was regularly and properly made. The time 
limit for an appeal does not begin to run until the motion 
is disposed of. Kingman v. Western Mfg. Co., 170 U. S. 
675, 680, 18 S. Ct. 4. 

In Federal Courts filing of petition for rehearing 
or motion for new trial suspends running of time 
within which appeal may be taken, and that period 
begins to run anew from date on which final action 
is taken on petition or motion, whether it be denied 
or granted, notwithstanding the statute fixes time 
for taking of appeal as definite period of entry of 
judgment. Saginaw Broadcasting Co. v. Federal Com- 
mv/nications Commission , 68 App. D. C. 2S2; 99 Fed. 
(2) 554. 

Notice of appeal was filed more than 20 days after 
the judgment but within 20 days after denial of 
motion for new trial. Hold, the appeal was taken in 
time under Rule 10 of Circuit Court of Appeals for 
the District of Columbia, and Rules of Civil Pro¬ 
cedure of District Courts, Rules 59, 73g, 75j; 28 U. S. 
C. A. Burke v. Canfield, 72 App. D. C. 127; 111 F. 
(2) 526 (1940). 


IV. 

Rehearing And Reargument Is Usually Allowed To Per¬ 
mit Of Urging A Controlling Decision Of A Higher 
Court Rendered Since The Entry Of An Order, Judg¬ 
ment Or Decree In The Lower Court. 

As stated in appellant’s Motion for Rehearing filed on 
November 17, 1941 (Appendix 23-24), the appellant urged 
reconsideration of the District Court’s Order of October 
17, 1941 dismissing the Complaint (Appendix 22), in view 
of the decision of this Court of Appeals in Tomlinson of 
High Point v. Coe. Commissioner of Patents , decided Oc¬ 
tober 27, 1941, 74 App. D. C. 364, 123 Fed. (2d) 65. 

The District Court had on October 17, 1941 (Appendix 
22) dismissed the complaint on the ground, as contended 



13 


by appellee Coe, that the Commissioner of Patents was 
not a proper party in a suit under R. S. 4915. 

In Tomlinson v. Coe, supra, this Court of Appeals ruled 
on October 27, 1941, that the Commissioner of Patents is 
a proper party in a suit under R. S. 4915. 

As this Court of Appeals’ decision in Tomlinson v. Coe, 
supra, was rendered shortly after the District Court’s de¬ 
cision, and apparently has a controlling effect in this 
analogous case, it was the duty of appellant, and a privi¬ 
lege of the appellee, to ask for rehearing, thereby giving 
the District Court an opportunity to reconsider its deci¬ 
sion of October 17, 1941, in the light of this Court of 
Appeals’ decision in Tomlinson v. Coe, supra. The Dis¬ 
trict Court did in fact hold the rehearing, but in its final 
decision of January 17, 1942 it, in effect, again dismissed 
the Complaint. 

A petition for rehearing is ordinarily for the pur¬ 
pose of directing attention to matters said to have 
been overlooked or mistakenly conceived in the orig¬ 
inal decision, and thus invites a reconsideration upon 
the general record upon which that decision rested. 
Atchison T. d S. F. Railway Co. v. United States, 52 
S. Ct. 146. 149; 284 U. S. 248, 260; 76 L. Ed. 273. 

V. 

The Requirement That Motion For A New Trial Must Be 
Filed Within Ten Days From The Entry Of The Judg¬ 
ment Is Merely Directory; It Is Not Mandatory, Does 
Not Go To The Essence Of The Case, And May Be 
Waived, Expressly Or Impliedly. 

By Sec. 269 of the Judicial Code, as amended, (Title 28 
T T SC, Sec. 391), it is provided that “on the hearing of 
any appeal, certiorari, writ of error, or motion for new 
trial in any case, civil or criminal, the Court shall give 
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judgment after examination of the entire record before 
the Court, without regard to errors, defects or exceptions 
which do not affect the substantial rights of the parties.” 

A defective exercise by the Trial Court of its 
power to rehear the case would amount only to an 
irregularity capable of being waived by the parties. 
Per ego v. Dodge , 1(>3 IT. S. 160. 

A petition for rehearing, if seasonably filed and 
entertained, suspends running of time for appealing 
until ruling thereon. Filing of petition for rehearing, 
even though not filed within time required by Trial 
Court Rules, held effective to toll limitation for tak¬ 
ing appeal, 28 I". S. C. A., Sec. 230. In that case 
appellee contended that motion for rehearing was 
not filed in time required by rules of Trial Court and 
that therefore petition for rehearing was not effective 
to suspend running of limitation. Appellee’s motion 
to dismiss the appeal was denied. (Citing Payne v. 
Garil), 285 Fed. 301 (1922), where cases on the ques¬ 
tion of whether the petition for rehearing was “enter¬ 
tained” are exhaustively reviewed.) 

As appears by the Docket Entries in Court of Appeals 
(Appendix 29), the Notice of Appeal was filed on Feb¬ 
ruary 14, 1942. The Transcript of Record was filed on 
March 19, 1942. The general appearance for appellant 
•was filed on March 19, 1942. The general appearance for 
appellee Coe was filed on March 21, 1942. 

This Court may take judicial notice of its official 
records. 

A party who files a general appearance in the Court of 
Appeals thereby waives any right that it might otherwise 
have had to object to the appeal on the technical ground 
of alleged procedural informalities in the District Court. 

Where defendant first appeared as a party to a 
stipulation agreeing “that the time within which the 
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defendant may plead to the plaintiff’s complaint 
herein be and the same hereby is extended for the 
period of 30 days,” there was general appearance 
invoking the Court’s jurisdiction. By such action of 
the defendant it waived any right to specially appear 
and challenge the jurisdiction. Placek v. American 
Life Insurance Co., 288 Fed. 987. 

Furthermore, since the general appearance of appellee 
Coe was filed in this Court of Appeals, the appellee has 
entered into two Stipulations filed in this Court, as 
follows: 

(a) April 21, 1942, Stipulation extending time to June 
1, 1942 for filing Brief and Appendix for appellant 
(Appendix 29); 

(b) June 10, 1942, Stipulation extending time to July 
18, 1942 to file Brief for appellee Coe (Appendix 
29). 

The appellee Coe also signed consent on July 13, 1942 
to appellant’s Motion to Extend Time to August 10, 1942 
to file Reply to Motion to Dismiss Appeal. Motion was 
granted on July 15, 1942 (Appendix 29). 

By his acts in filing a general appearance in this Court 
of Appeals, and by thereafter entering into Stipulations, 
and consenting to motion to extend time for filing briefs 
and Reply, the appellee has waived any objections to 
alleged irregularity or informality in the District Court 
regarding the timeliness of appellant’s Motion for Re¬ 
hearing or consideration thereof by the District Court, 
where the alleged irregularity had color of authority from 
the court below and one of its judges. 

A requirement of a bond in a Court of Appeals of 
the District of Columbia does not go to the essence 
of the appeal. The Supreme Court said that a Court 
of Appeals should not take too strict a view of its 
own powers and should not yield a consideration of 
the merits to what, in the circumstances, probably 
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was little more than form. Taylor v. Leesnitzer, 220 
IT. S. 90. 

The rule that a cause must be docketed in the Ap¬ 
pellate Court within the time limited by the citation 
is directory and not mandatory, and can be relaxed 
bv the courts in the interest of justice. (Citing Free¬ 
man v. United States, 227 Fed. 732, 142 C. C. A. 258, 
where some decisions are reviewed.) Harris v. More¬ 
land Motor Truck Co., 279 Fed. 542, C. C. A. 9. 

In the interests of justice a Court may decline to 
dismiss an appeal upon the ground that the writ of 
error and citation were not returned in time, where 
the irregularity had color of authority from the Court 
below and one of its judges. Beaumont v. Prieto , 249 
U. S. 554, 39 Sup. Ct. 383, 63 L. Ed. 770. 

The extreme penalty of dismissal of a cause by an 
appellate court without a hearing on the merits 
should not be imposed upon a litigant because of an 
inadvertence of his counsel, except in cases of flagrant 
neglect, or when the court is compelled by Statute or 
clearly established practice to do so. E. I. Dv Pont de 
Nemours & Co. v. Smith, 240 Fed. 403. 

The right to have dismissal, or the faults and objections 
in the appeal, may be waived, or lost by stipulation, or 
by filing of appellee’s general appearance in the Court of 
Appeals. 

General appearance of appellee in United States Court 
of Appeals for District of Columbia waives any irregu¬ 
larity of proceedings by which the appeal was taken. 
Patterson v. United States, 2 Wheat. 221, 4 L. Ed. 224. 

Dismissal denied where the appellee has appeared 
and it appears that no injury has resulted from the 
failure to comply with the rules. Love v. Busch, 142 
Fed. 429. 

Speaking generally, if defectiveness in any of the pro¬ 
ceedings in taking an appeal is merely procedural or 
directory, dismissal of the appeal may be refused in the 
discretion of the Court of Appeals. 
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VI. 

“The Court At Every Stage Of The Proceeding Must Dis¬ 
regard Any Error Or Defect In The Proceeding Which 
Does Not Affect The Substantial Rights Of The Par¬ 
ties.” (Rule 61 of Federal Rules of Civil Procedure.) 

Appellant submits that it has proceeded diligently in 
this case. The appellee’s Motion to Dismiss Complaint 
was not filed until July 6, 1942, nearly five months after 
the Notice of Appeal had been filed on February 14, 1942. 

The Motion for Rehearing was filed in the District 
Court on November 17, 1941, within the time for appeal 
from the original Order of Ocotber 17, 1941 to dismiss 
the Complaint. The Notice of Appeal was filed on Feb¬ 
ruary 14, 1942 within 30 days from the District Court’s 
Final Order entered January 17, 1942. 

On the same day, namely, October 17, 1941, that Justice 
Pine entered his Order of Dismissal of the Complaint in 
this instant case, he also heard and granted a similar 
Motion to Dismiss filed by the Commissioner of Patents 
in the pending case of American Bio-Chsmical Corpora¬ 
tion v. Coe, Commissioner of Patents, Civil Action No. 
12,256. (See Appendix 31-32 for Docket Entries in that 
other case.) In that other case, the counsel for that 
plaintiff and the counsel for that defendant were the same 
as in this case at bar, but the respective plaintiffs are 
not related. That other case was also a suit under R. S. 
4915 regarding registration of trade-mark. 

On November 13, 1941 (Appendix 31) that plaintiff, 
American Bio-Chemical Corporation filed its Motion for 
Rehearing, in view of this Court of Appeals’ decision in 
Tomlinson of High Point v. Coe, Commissioner of Patents, 
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decided October 27, 1941, 74 App. D. C. 364, 123 Fed. (2d) 
65, wherein it was held that the Commissioner of Patents 
is a proper party in a suit under R. S. 4915. 

Upon rehearing held on November 17, 1941 (Appendix 
31), Justice Pine granted the motion of that plaintiff, 
American Bio-Chemical Corporation, and reversed and 
vacated his previous order of October 17, 1941, which had 
dismissed that complaint. He thereupon denied the de¬ 
fendant Coe’s motion to dismiss that complaint, and gave 
that defendant ten days to file answer. 

On December 19, 1941 Justice Pine in that other case 
of American Bio-Chemical Corporation v. Coe entered his 
Order, denying the defendant Coe’s Motion to Vacate said 
Order of November 17, 1941, which Order had vacated the 
original order of dismissal in that case. In that Motion 
to Vacate the defendant Coe contended that that plain¬ 
tiff’s Motion for Rehearing was not filed in ten days, 
under Rule 59 (b) of Federal Rules of Civil Procedure. 
The District Court apparently considered that a Motion 
for Rehearing is not a Motion for New Trial under Rule 
59 (b). 

On December 24, 1941 that other case was calendared 
(Appendix 32). 

The purpose of appellant in mentioning the proceedings 
in said other case of American Bio-Chemical Corporation 
v. Coe, Commissioner of Patents, Civil Action No. 12,256 
in the District Court, is to show that the District Court 
apparently did then consider that this Court of Appeals’ 
decision in Tomlinson of High Point v. Coe, Commissioner 
of Patents, 74 App. D. C. 364, 123 Fed. (2d) 65, decided 
on October 27, 1941 (after the District Court had entered 
its orders on October 17, 1941 in both of said cases), was 
of sufficient importance and relevancy to grant the re¬ 
hearings in both of said cases. 
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If there was any error in the District Court’s enter¬ 
taining the rehearing in the case at bar, it was certainly 
harmless as to the appellee Coe. The rehearing was 
justified in the circumstances. Federal Rules of Civil 
Procedure, Rule 60 (b), Relief from Judgment or Order; 
Rule 61, Harmless Error, and Rule 73 (a), Appeal to a 
Circuit Court of Appeals. 

CONCLUSION. 

The Motion to Dismiss appeal should be denied because 
the Notice of Appeal was duly filed on February 14, 1942, 
within the thirty-day period of appeal under Rule 10 of 
this Court of Appeals, from the Final Order of the 
District Court entered on January 17, 1942. 

Chicago, Illinois, February 24, 1943. 

Respectfully submitted, 

A. W. Murray, 

540 Plymouth Court, 

Chicago, Illinois, 

Eugene E. Stevens, 

Washington Loan & Trust Bldg., 
Washington, D. C., 

Attorneys for Safeway Stores, 
Incorporated, Appellant. 
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United States Court of Appeals 

For the District of Columbia 


Appeal No. 8206 


I 


SAFEWAY STORES, INCORPORATED, 

Appellant, 


v. 


CONWAY P. COE, The Commissioner of Patents, and 
SOUTHERN INDEPENDENT OIL & REFINING 

COMPANY, INC., 

Appellees. 


Appeal From the Judgment of the District Court of the 
United States for the District of Columbia 
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In the 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 


Safeway Stores, Incorporated, > 

Plaintiff, 


v. 


Conway P. Coe, Commissioner of 
Patents, et al., 

Defendants. 


Civil Action, 
No. 10,342. 


Filed 

April 21, 1941 

Charles E. Stewart, Clerk 


W. W. Cochran, 

Solicitor, U. S. Patent Office, 
Attorney for Con wav P. Coe, 
Commissioner of Patents, 
One of the Defendants. 


MOTION TO DISMISS COMPLAINT. 

Now comes Conway P. Coe, Commissioner of Patents, 
one of the defendants named herein, and moves the Court: 

1. To dismiss the complaint as to the Commissioner of 
Patents on the ground that he is not a proper party to 
the action. 

2. To dismiss the complaint on the ground that the 
action cannot proceed against the Commissioner of Pat¬ 
ents in the absence of a necessary party, the Southern 
Independent Oil and Refining Company, Inc. 

An oral hearing on this motion is requested. 

W. W. Cochran, 

Solicitor, U. S. Patent Office, 
Attorney for Defendant, Con¬ 
way P. Coe, Commissioner of 
Patents. 
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In The 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 


Safeway Stores, Incorporated, ^ 

Plaintiff, 


vs. 


> 


Conway P. Coe, Commissioner ok 
Patents, et al., 

Defendants, j 


Civil Action, 
No. 10.342. 


Book 33, Page 149 
Filed Oet. 17, 1941 
Charles E. Stewart, Clerk 


ORDER. 


This action came on to be heard at this term on motion 
of Defendant, Conway P. Coe, Commissioner of Patents, 
to dismiss the complaint, and thereupon upon considera¬ 
tion thereof, it is this 17th day of October, 1941, 

Ordered that the motion be and it is hereby sustained 
and that the complaint be and it is hereby dismissed 
with costs against the Plaintiff. 

Pine 

Justice 

Approved as to form 
Eugene E. Stevens 
Attorney for Plaintiff. 
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In the 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 


Safeway Stores, Incorporated, 

Plaintiff, 

vs. 

Conway P. Coe, Commissioner of 
Patents, and Southern Oil and 
Refining Company, Inc., 

Defendants. 


Civil Action 
No. 10,342 


Filed Nov. 17, 1941 
Charles E. Stewart, Clerk 


PLAINTIFF’S MOTION FOR REHEARING AND TO 
VACATE ORDER DISMISSING COMPLAINT AND 
TO DENY DEFENDANT’S MOTIONS TO DISMISS 
THE COMPLAINT. 


Now comes the Plaintiff, Safeway Stores, Incorporated, 
and moves the Court for rehearing; and moves the Court 
to vacate the Order dated October 17, 1941, dismissing 
the Complaint on motion of the defendant, Conway P. 
Coe, Commissioner of Patents, and to deny said defend¬ 
ant's Motion to Dismiss the Complaint, and to require 
said defendant to answer. 
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The ground for this motion is: 

That dismissal of the Complaint is contrary to the sub¬ 
sequent holding in— 

Tomlinson of High Point 
vs. 

Coe, Commissioner of Patents 
(No. 7619, decided Oct. 27, 1941) 

An oral hearing is requested. 

i Eugene E. Stevens 

Attorney for Safeway Stores, 
, Inc., Plaintiff, 

I 531 W. L. & T. Bldg. 

I Washington, I). C. 

A. W. Murray of counsel 
for Plaintiff 
540 Plymouth Court 
Chicago, Illinois 


t 

i 
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CLERK’S OFFICE 

DISTRICT COURT OF THE UNITED STATES FOR THE 
DISTRICT OF COLUMBIA 


Nov. 27. 1941 


SAFEWAY STORES. INC. 


vs. 

COE. BT AL.. 


*\ 

Plaintiff. 

>No. 10342 Civil 


Defendant. J 


Motion for rehearing to vacate order of dismissal is set for hearing 
at 9:45 A. M. Dec. 1. 1941. 

CHARLES E. STEWART. 

Clerk. 


CLERK’S OFFICE 

DISTRICT COURT OF THE UNITED STATES FOR THE 
DISTRICT OF COLUMBIA 

Dec. 13, 1941 


SAFEWAY STORES. INC.. ET AL.. 

Plaintiff. 




vs. 

COE. ET AL.. 


Defendant. 


No. 10342 Civil 
12256 


MOTIONS: for rehearing etc.; to vacate order is set for hearing 
at 9:45 A. M. Dec. 18. 1941. 

CHARLES E. STEWART. 

Clerk. 
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In the 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 


Safeway Stores, Incorporated, 

Plaintiff. 


Book 37 


Page oOo 


v. 


Conway P. Coe, Commissioner of 
Patents, and Southern Oil and 
Refining Company, Inc., 

Defendants. 






Civil Action, 
X<>. 10,342 


Filed Jan. 17, 1942 
Charles E. Stewart, Clerk 


ORDER. 

This action came on to be heard further at the last 
term on motions of plaintiff for rehearing and to vacate 
the Orders of October 17, 1941, dismissing the complaint 
and thereupon upon consideration thereof it is this 17th 
dav of January, 1942, 

Ordered that the motions be and they are hereby de¬ 
nied. 

Pine 

Justice. 

Eugene E. Stevens 
Attorney for Plaintiff 

Watts T. Estabrook 
Attorney for Southern Independent 
Oil and Refining Company, Inc. 
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In the 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 

Safeway Stores, Inc. ^ 


v. 


(1) Conway P. Coe, 

Commissioner of Patents, 
and 

(2) Southern Independent Oil & 
Refining Company, Inc. 


> 




Civil Action 
No. 10,342 


DOCKET ENTRIES IN THE CLERK’S OFFICE. 

1941 

Feb. 26 Complaint filed. Deposit for costs. 

Feb. 26 Summons and copies of complaint issued. Serv¬ 
ice on Coe 2/27. Service on Southern 3/18/41. 

April 15 Motion of Deft #2 to dismiss, Notice, Points 
& Auth. and affidavit, by Estabrook, filed. 

(Note: Clerk’s filed mark is “April 17, 1941” and the 
paper is so dated. A like comment applies to P. & A. 
and to affidavit.) 

April 21 Motion of Deft, ifl to dismiss. Notice, P. & A., 
and affidavit, by Cochran, filed. 

April 21 Stipulation extending time for plaintiff’s reply 
to motion filed. 

(Note: Signed by all 3 counsel on April 21, 1941.) 

May 2 Stipulation extending time for plaintiff’s reply 
to motion (to July 15/41) filed. 

(Note: The stipulation shows signed April 28 by Stevens, 
April 29 by Jones, and May 1 by Cochran and Esta¬ 
brook.) 

July 15 Plaintiff’s opposition to motions filed. 
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Oct. 17 Order of dismissal as to Deft. #1, 
costs vs. plaintiff. Pine, J. 

Oct. 17 Order of dismissal as to Deft. #2, 
costs vs. plaintiff. Pine, J. 

Nov. 17 Motions (2) by plaintiff for rehearing and to 
vacate order dismissing, notice, P. & A. filed. 

Nov. 19 P. & A. of Deft. d£l in opposition to plaintiff’s 
motion to vacate order dismissing complaint, notice, 
filed. 

1942 

Jan. 17 1 Order denying motions for rehearing and to 
vacate. Pine, J. 

Feb. 14 Designation of record (appellant) filed. 

Feb. 14 Notice of appeal by plaintiff (copies of notice 
mailed by Clerk) 

Feb. 14 Deposit for costs on appeal, deposited by Stev¬ 
ens (Clerk’s) $5. 

Feb. 14 Bond for costs of appeal (National Surety) ap¬ 
proved and filed. 

March 19 Record on appeal to plaintiff and defendant 
and deposit by Stevens. 
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DOCKET ENTRIES IN COURT OP APPEALS 

1942 

Feb. 14 Notice of appeal filed 

March 19 Transcript of record received and filed 

March 19. Appearance of Eugene E. Stevens for appel¬ 
lant filed 

March 21 Appearance of W. W. Cochran for appellee 
filed. 

April 21 Stipulation extending time to June 1 for filing 
brief and appendix for appellant Filed 

June 1 Stipulation extending time to June 10 for filing 
brief and appendix for appellant Filed 

June 1 40 copies of brief and appendix for appellant filed 

June 1 Proof of service of copies of brief and appendix 
for appellant filed 

June 10 Stipulation extending time to July 18/42 to file 
brief for appellee filed 

July 6 Four copies of motion to dismiss filed 

July 13 Two copies of motion to extend time to Aug. 

10th to file reply to motion to dismiss filed. 

July 15 Motion to extend time to Aug. 10 to file reply 

to motion to dismiss granted. 

Aug. 10 Four copies of reply to motion to dismiss filed. 

1943 

Jan. 22 Per curiam order setting motion to dismiss for 
oral argument on March calendar before all Justices: 
printed briefs of appellees in support of said motion 
to be filed not later than Feb. 10/43, appellant’s in 
opposition not later than March 1/43. Filed. 

Feb. o 40 copies of appellee’s brief on motion to dis¬ 
miss filed. 

Feb. 5 Proof of service of appellee’s brief on motion to 
dismiss filed. 

(Also notations as to deposits of fees.) 


30 


In the 

DISTRICT COURT OF THE UNITED STATES 


For the District of Columbia 


Safeway Stores, Incorporated, 

Plaintiff, 

vs. 


Conway P. Coe, Commissioner of 
Patents and Southern Indepen¬ 
dent Oil & Refining Co., Inc., 

Defendant. 


>- 


j 


Civil No. 10,342 


NOTICE OF APPEAL 

Notice is hereby given this 14th day of February, 1942. 
that Safeway Stores, Incorporated, the plaintiff above 
named, hereby appeals to the United States Court of Ap¬ 
peals for the District of Columbia from the judgment of 
this Court entered on the 17th day of January, 1942, in 
favor Of both of the above named defendants against said 
plaintiff. 

Eugene E. Stevens 
Attorney for Plaintiff, 

531 Washington Loan & 

Trust Bldg., 

Washington, D. C. 

A. W. Murray, 

of Counsel for Plaintiff 
540 Plymouth Court 
Chicago, Illinois 
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In the 


DISTRICT COURT OF THE UNITED STATES 


For the District of Columbia 


American Bio-Chemical Corpora- 

TION 


v. 


> 


Conway P. Coe, Commissioner of 
Patents. 


Civil Action 
No. 12,256 


DOCKET ENTRIES IN THE CLERK’S OFFICE. 


1941 

July 24 Complaint filed; deposit for costs by Stevens. 

July 24 Summons & copy of complaint issued. Served 
' 7/26/41. 

July 24 Affidavit of service filed. 

Aug. 15 Motion to dismiss, P. & A., filed. 

Sept. 27 Stipulation to extend plaintiff’s time to reply 
to defendant’s motion filed. 

Sept. 27 Brief in behalf of plaintiff in opposition to de¬ 
fendant’s motion, P. & A., filed. 

Oct. 17 Order of dismissal, costs against plaintiff. 

Pine, J. 

Nov. 13 Motion of plaintiff to vacate order dismissing 
complaint and for order requiring defendant to an¬ 
swer, and P. & A., filed. 

Nov. 14 Defendant’s points and authorities filed. 

Nov. 17 Order vacating order of Oct. 17/41, denying 
motion to dismiss, with 10 days to defendant to file 
answer. Pine, J. 

Nov. 21 Motion of defendant to vacate order of Nov. 
17/41, and reinstate order of Oct. 17/41, P. & A., filed. 

Nov. 24 Answer of defendant filed. 

Nov. 27 Stipulation extending plaintiff’s time for filing 
reply, P. & A., to Dec. 15/41, P. & A., filed. 
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1941 

Dec. 15 Plaintiff's P. & A. filed. 

Dec. 19 Order denying motion to vacate order of Xov. 
17/41. etc. Pine, J. 

Dec. 24 Calendared. 

1942 

March lt> Motion by Miles Laboratories, Inc., for leave 
to intervene as defendant filed. P. & A. 

March 16 P. & A. Exhibit 1 (copy to Patent Office). 

March ‘Jf6 Order sustaining motion of Miles Labora¬ 
tories, Inc., for leave to intervene as defendant. 
Bailey, J. 

April 3 Intervening answer of Miles Laboratories, Inc., 
by Thomas L. Meade, .Tr„ and deposit. 

April 7 Enter appearance of Rogers, Woodson & Rogers 
for plaintiff. 

May 12 Depositions for plaintiff, published and filed. 
Fee $15.86. 

Sept. 21 Stipulation and agreed statement of facts. Ex¬ 
hibits A, B, C, C-l, D, E, F, and G, filed. 

_ i 

Dec. 17 Deposit as security for costs, by Stevens. 

Dec. 17 Heard and taken under advisement, Letts, J. 
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In The 


United States Court of Appeals 

FOE THE DISTRICT OF COLUMBIA 


Safeway Stores, Incorporated, 

Appellant, 


vs. 


Conway P. Coe, The Commissioner 
of Patents, and Southern Inde¬ 
pendent Oil & Refining Company, 
Inc., 


> 


Appellees. J 


Civil Action 
No. 10,342. 


BRIEF FOR APPELLANT. 


This is an appeal by Safeway Stores, Incorporated from 
the District Court of the United States for the District 
of Columbia. The suit is brought by appellant under 
R. S. 4915 for an order authorizing and directing the 
Commissioner of Patents to refuse to issue a certificate 
of registration of trade-mark “SAFE WAY” to Southern 
Independent Oil & Refining Company, Inc., an Indiana 
corporation. No order, judgment or decree against the 
Southern Independent Oil & Refining Company, Inc. is 
prayed for in the Complaint. Appellant was the unsuc¬ 
cessful opposer in the Patent Office. Hon. Associate Jus- 
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tiee Pine dismissed the Complaint, on Motions to Dismiss 
filed by both defendants, on the alleged grounds that (a) 
the Commissioner of Patents is not a “proper’’ party; 
(b) that the defendant, Southern Independent Oil & Re¬ 
fining Company, Inc., is a “necessary” party, but is 
non-resident of the District of Columbia; and (c) that the 
defendants are not “adverse parties.” 

Jurisdictional Statement. 

(a) The United States Court of Appeals for the Dis¬ 
trict of Columbia has jurisdiction upon appeal to review 
the orders in question because the order of the District 
Court dismissing the complaint is final. Act of February 
9, 1893, c. 74, 27 Stat. 434, as amended, and as incorpor¬ 
ated in the Code of the District of Columbia, Tit. 18, 
c. 2, Sec. 26. 

(b) The basis upon which the District Court of the 
United States for the District of Columbia has jurisdic¬ 
tion is that this is a suit by appellant under R. S. 4915 
for an order authorizing and directing the Commissioner 
of Patents not to issue a certificate of trade-mark regis¬ 
tration to the other defendant, Southern Independent Oil 
& Refining Company, Inc., under the Trade-Mark Act of 
February 20, 1905, 33 Stat. 724; 15 U.S.C.A. c. 3, Sec. 81 
and following. 

i 

Appellant is a corporation organized under the laws of 
the State of Nevada, and a citizen and resident of that 
State. The defendant, Conway P. Coe, Commissioner of 
Patents, has his official place of residence, is found in, 
and an inhabitant of the District of Columbia, and was 
duly served therein. The Commissioner of Patents is a 
proper, necessary and indispensable party in this pro¬ 
ceeding, because in granting or refusing registration of 
a trade-mark he is presumed to act in the public interest. 
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The other defendant, Southern Independent Oil & 
Refining Company, Inc., is a corporation organized under 
the laws of the State of Indiana, and is a citizen and 
resident of that State, and was duly served at its place of 
business in Evansville, Indiana. 

There is diversity of citizenship, and the amount in 
controversy exceeds, exclusive of interest and costs, the 
sum of $3,000.00. 

Appellant believes that the Motions to Dismiss filed by 
each of the defendants involve questions of venue and 
not of jurisdiction, as erroneously contended by the de¬ 
fendants. 

The proper venue is the District of Columbia, the official 
residence of the Commissioner of Patents, who is a 
proper, necessary, and the indispensable party defendant. 

The subject matter is indisputably within the jurisdic¬ 
tion of the District Court of the United States for the 
District of Columbia, as this is a bill brought under the 
statutes of the United States, R. S. Sec. 4915, and is part 
of the application for registration under the Trade Mark 
Act of February 20, 1905, 33 Stat. 724, 15 U.S.C.A. sec. 
SI, and following. 

The District Court has original jurisdiction under Title 
28, U.S.C.A. Chapter 2, Sec. 41 (Judicial Code, Sec. 24, 
amended Par. 7), Suits under patent, copyright, and 
trade-mark laws, (R. S. Sec. 629, Par. 9.) 

(c) The statutory provisions believed to sustain the 
jurisdiction are the Trade Mark Act of February 20, 
1905, 33 Stat. 724 and following, Title 15 U.S.C.A. c. 3, 
Sec. 81; and Revised Statutes Section 4915; 35 U.S.C.A. 
Sec. 63; and Title 28, U.S.C.A., chap. 4, Secs. Ill and 112 
(Judicial Code Secs. 50 and 51 regarding “venue”); and 
Title 28, c. 2, U.S.C.A. 41 (Judicial Code, Sec. 24, 
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amended, Par. 7); (R. S. See. 629 Par. 9) regarding 
original jurisdiction of District Courts. 

(d) The pleadings showing the existence of the juris¬ 
diction are paragraphs 1, 2, 3, 4, and 5 of the Complaint. 
(Appellant’s App. pages 23-24.) 

STATEMENT OF THE CASE. 

The appellant, Safeway Stores, Incorporated, has been 
extensively and continuously engaged since 1926 in own¬ 
ing and operating a large chain of retail grocery stores 
under the name “SAFEWAY” and now has more than 
1500 of such “SAFEWAY” stores in many States. The 
name “SAFEWAY” alone has become associated in the 
mind of the public as designating appellant and its busi¬ 
ness. The total annual amount of sales by appellant in 
its said “SAFEWAY” stores is more than $130,000,000. 
The name “SAFEWAY” is a very substantial part of 
the valuable good will of appellant. (Appellant’s App. 25- 
26.) 

The defendant, Southern Independent Oil & Refining 
Company, Inc., applied for registration under the act of 
February 20, 1905 of the name “SAFE WAY” as a 
trade-mark for gasoline, lubricating oils and greases, 
(Appellant’s App. 26-2S.) Appellant filed its opposition in 
the Patent Office against that application, alleging that 
as the name “SAFEWAY” is the essential part of the 
name of this appellant, registration thereof to said 
Southern Independent Oil & Refining Company, Inc. would 
be damaging to plaintiff and that such registration is 
expressly forbidden under the “name clause” of said 
Trade Mark Act of February 20, 1905. (Appellant’s App. 
29.) Section 5 (b) of that Act prohibits the registration of 
the name of a corporation excepting only where it is the 
corporate name of the applicant or a portion thereof, or 
written in a distinctive manner. 
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Testimony was taken by appellant in said opposition. 
The defendant, Southern Independent Oil & Refining 
Company, Inc., did not take any testimony. 

The Examiner of Interferences dismissed the opposition 
mainly on the ground that “the goods sold by the parties 
are clearly deemed to possess different descriptive proper¬ 
ties.” That decision was affirmed by the Assistant Com¬ 
missioner of Patents (Appellant’s App. 45-47). Ap¬ 
pellant thereupon filed this bill in accordance with the 
provisions of R. S. Sec. 4915. No appeal was taken to the 
United States Court of Customs and Patent Appeals. 

The defendant, Conway P. Coe, Commissioner of Pat¬ 
ents, filed his Motion to Dismiss on two grounds: (1) 
“That he is not a proper party to the action,” and (2) 
“That the action cannot proceed against the Commis¬ 
sioner of Patents in the absence of a necessary party, 
the Southern Independent Oil & Refining Company, Inc.” 
(Appellant’s App. 35). 

The defendant, Southern Independent Oil & Refining 
Company, Inc., also filed its Motion to Dismiss on two 
grounds: (1) That it is an Indiana corporation “and is 
not within the jurisdiction of the District of Columbia, 
District Court of the United States nor subject to its 
process,” and (2) “That Conway P. Coe, Commissioner 
of Patents, and defendant, Southern Independent Oil & 
Refining Company, Inc., are not adverse parties within 
the meaning of U. S. Code, annotated Title 35, sub¬ 
division 72 A such to entitle plaintiff to bring its within 
action in the District Court of the United States for 
the District of Columbia” (Appellant’s App. 33-34). 

On the 17th day of October, 1941 the Hon. Associate 
Justice Pine, entered his orders dismissing the complaint 
as to both defendants, for lack of jurisdiction, (Appel¬ 
lant’s App. 36, 37). And on the 17th day of January, 
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1942 he denied appellant’s motions for rehearing and to 
vacate the said orders of October 17, 1941, (Appellant’s 
App. 38-39). 

Appellant contends that the question of non-residence 
of the defendant, Southern Independent Oil & Refining 
Company, Inc., is a question of “venue” and not one of 
jurisdiction. It is undisputable that the District Court of 
the United States for the District of Columbia has juris¬ 
diction over the subject matter of the controversy, namely, 
suits under R. S. Sec. 4915. The proper venue is in the 
District of Columbia, in which the Commissioner of Pat¬ 
ents has his official residence. 

The Commissioner of Patents is an indispensable party, 
because he is the only person who has power under the 
Act of February 20, 1905 to issue or to refuse a certificate 
of registration, subject to judicial review under Sec. 4915 
R. S. or by an appeal to the United States Court of 
Customs and Patent Appeals. The Commissioner of Pat¬ 
ents in granting or refusing registration of a trade-mark 
is presumed to act in the public interest. 

Xo order, decree or judgment is sought against the 
defendant, Southern Independent Oil & Refining Company, 
Inc., and it is not a necessary or indispensable party de¬ 
fendant. 

The sole issue raised by the complaint is whether or not 
the Cpmmissioner of Patents shall grant or refuse regis¬ 
tration of the trade-mark “SAFE WAY.” That issue can 
be completely, definitely and finally decided by the Dis¬ 
trict Court of the United States for the District of 
Columbia in this proceeding under R. S. 4915. 

Statutes Involved. 

The relevant parts of statutes involved are set out in 
Appellant’s Appendix, pages 43, 44 and 45. 
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STATEMENT OF POINTS. 

Point I. 

The District Court for the District of Columbia has 
statutory jurisdiction of the subject matter, because this 
is a suit brought under R. S. 4915, and is part of an 
application for registration under the trade-mark laws 
of the United States, Act of February 20, 1905. 

Point II. 

The venue of the action is properly in the District of 
Columbia, the official residence of the Commissioner of 
Patents. 

Point III. 

The Commissioner of Patents is a proper, necessary 
and indispensable party in all proceedings properly 
brought under Section 4915, Revised Statutes, because it 
is the duty of the Commissioner to grant or to refuse 
registration of a trade-mark under Act of February 20, 
1905, and he is presumed to act in the public interest in 
all such cases. 

Point IV. 

Whether or not the Southern Independent Oil & Re¬ 
fining Company, Inc., is a proper party is not decisive 
of the questions of jurisdiction and of venue as to the 
indispensable resident defendant, Commissioner of Pat¬ 
ents. 

Point V. 

The order of the District Court dismissing the complaint 
should be reversed or modified as shall be just, and the 
case remanded for further proceedings in accordance with 
the mandate of this Court. 
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SUMMARY OF ARGUMENT. 

As this suit under R. S. 4915 challenges the right or 
authority of the Commissioner of Patents to issue a 
certificate of registration of a trade-mark under the Act 
of February 20, 1905, it is clear that the Commissioner of 
Patents is a proper, necessary and indispensable party. 
In registering or refusing to register a trade-mark under 
that Act 1 the Commissioner is presumed to act in the 
public interest. (Tomlinson of High Point v. Conway P. 
Coe, Commissioner of Patents , 123 Fed. (2d) 65.) 

In deciding to issue a certificate of registration the 
Commissioner acts merely in a ministerial capacity, and 
his acts are subject to judicial review by a proceeding 
properly brought under R. S. 4915. A suit under R. S. 
4915 is a part or continuation of the application for regis¬ 
tration in the Patent Office under the Act of February 20, 
1905. Thb District Court indisputably has statutory juris¬ 
diction of all suits arising under R. S. 4915 and the Trade 
Mark Act of February 20, 1905. 

The proper venue of this suit is in the District Court 
of the United States for the District of Columbia, in 
which District the indispensable defendant Commissioner 
of Patents has his official residence and was served. 

The Southern Independent Oil & Refining Company 
Inc., is not a necessary or indispensable party to this 
suit, because no order, decree or judgment against it 
is prayed for in the complaint. It was joined merely to 
give it an opportunity to defend, if it so desired. 

The d uest i° n of whether or not the Southern Inde¬ 
pendent Oil & Refining Company Inc. is a resident or 
non-resident of the District of Columbia is one of venue 
as to thht defendant only, and does not involve the juris- 
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diction of the District Court as to the subject matter nor 
affect the venue as to the Commissioner of Patents. The 
District Court for the District of Columbia is not ousted 
or deprived of its statutory jurisdiction to hear and 
decide the complaint on its merits as to the resident, 
indispensable defendant Commissioner of Patents merely 
because the other defendant Southern Independent Oil & 
Refining Company Inc. elects to exercise its privilege as 
a non-resident not to appear and answer. 

As an unsuccessful applicant or opposer in a Patent 
Office application proceeding has the election of either 
taking an appeal to the United States Court of Customs 
and Patent Appeals or of filing suit under R. S. 4915, and 
as both of such actions are really a part or continuation 
of the application proceedings in the Patent Office, there 
is no additional “hardship” for the defendant Southern 
Independent Oil & Refining Company Inc. to appear and 
defend appellant’s suit under Sec. 4915 R. S. in the Dis¬ 
trict of Columbia than there would have been if appellant 
had taken an appeal to the United States Court of 
Customs and Patent Appeals, which is also in the District 
of Columbia. 

Furthermore, it would have been futile for appellant 
to have filed suit under R. S. 4915 against the Southern 
Independent Oil & Refining Company Inc. in the District 
of Indiana, where that defendant resides, seeking an order 
directing the Commissioner of Patents not to issue a 
certificate of registration, because the Commissioner of 
Patents is not a resident of the District of Indiana, and 
the Court in that District could not have reviewed under 
R. S. 4915 the proceedings of the Commissioner of Pat¬ 
ents. (Drackett Co. v. Chamberlain Company , C.C.A. 
Third , 81 Fed. (2d) 866.) 
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The issue raised by the complaint can be definitely, com¬ 
pletely, and finally decided by the District Court of the 
United States for the District of Columbia, because the 
only relief sought is an order authorizing and directing 
the Commissioner of Patents not to issue a certificate 
of registration under the Act of February 20, 1905 of 
appellant’s name “Safeway”. 
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ARGUMENT. 


Point I. 

The District Court for the District of Columbia has statu¬ 
tory jurisdiction of the subject matter, because this is a 
suit brought under R. S. 4915, and is part of an appli¬ 
cation for registration under the trade-mark laws of the 
United States, Act of February 20, 1905. 

This is a suit brought under Section 4915, Revised 
Statutes, 35 U. S. C. A., Sec. 63, and is a part or continua¬ 
tion of the application proceedings under the Trade Mark 
Statutes of the United States, Act of February 20, 1905, 
U. S. C. A. Title 15, Sec. SI and following; 33 Stat. 724. 
The District Court of the District of Columbia clearly has 
jurisdiction of the subject matter. U.S.C.A. Title 28, c. 2, 
Sec. 41 (Judicial Code, See. 24, amended, par. 7.) 

The Supreme Court has said: “If the bill in equity of 
Sec. 4915 is only a part of the proceeding for an applica¬ 
tion for a patent, as held in Gandy v. Marble, Commis¬ 
sioner of Patents (122 U. S. 432), it is no straining of 
the language to make these words include a bill in equity 
for the registration of a trade-mark. This Court has taken 
exactly this view in Atkins v. Moore, Commissioner of 
Patents, (212 U. S. 285).” American Steel Foundries v. 
Robertson, Commissioner of Patents and Simplex Electric 
Heating Company, 262 IT. S. 209, 214; 43 S. Ct. 541; 67 
L. Ed. 953. See also the United States ex rel. Baldwin 
Company v. Robertson, Commissioner of Patents and R. 
S. Howard Company, (1924) 265 U. S. 168, 179; 44 S. Ct. 
508; 68 L. ed. 962, holding that: 

“Sec. 9 provides for appeals to the District Court 
of Appeals, not only for a defeated applicant for 
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registration of a trade-mark, but also for a dissatis¬ 
fied party to an interference as to a trade-mark, a 
dissatisfied party who has filed opposition to the reg¬ 
istration of a trade-mark and a dissatisfied party to 
an application for the cancellation of the registration 
of a trade-mark. It seems clear that the complainant 
below was a dissatisfied party to an application for 
the cancellation of the registration of a trade-mark. 
We think that both the applicant for cancellation and 
the registrant opposing it are given the right of 
appeal to the District Court of Appeals under that 
section/’ • * • (Emphasis added.) 

“The applicants in Sec. 9 were of four kinds and 
to each of them were intended to be accorded the 
same resort to the Court of Appeals and the same 
remedv in equitv as to the applicant for patent in 
Sec. 4915.” 

The right of an unsuccessful applicant or opposer in 
a trade-mark registration action in the Patent Office to 
proceed under Sec. 4915 R. S. is well-established by de¬ 
cisions of the Supreme Court. 

American Steel Foundries v. Robertson, Com¬ 
missioner of Patents, 262 U. S. 209, 43 S. Ct. 
541, 67 L. ed. 953; 

United States ex rel. Baldwin Company v. Robert¬ 
son, Commissioner of Patents, 265 U. S. 168, 
44 S. Ct. 508, 68 L. ed. 962; 

Atkins & Company v. Moore, Commissioner of 
Patents, 212 IT. S. 2S5, 29 S. Ct. 390, 53 L. ed. 
515. 

The proceeding under Sec. 4915 is a part or branch of 
the application for registration of a trade-mark. 

Gandy v. Marble, Commissioner of Patents, 122 

U. S. 432, 7 S. Ct. 1290, 30 L. ed. 1223, and 
| 7 

Tomlinson of High Point v. Coe, Commissioner 

of Patents, 123 Fed. (2d) 65. 
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Point II. 

The venue of the action is properly in the District of 
Columbia, the official residence of the Commissioner of 
Patents. 

The motions to dismiss filed by each defendant do not 
properly raise the question of jurisdiction hut merely 
raise a question of venue as to one of the defendants, 
namely Southern Independent Oil & Refining Company, 
Inc., who claims non-residence in the District of Columbia. 
Lack of proper venue as to a non-resident defendant 
does not, how*ever, deprive or oust the District Court of 
statutory jurisdiction of the suit, nor affect the venue or 
jurisdiction as to the other resident defendant. (Judicial 
Code, Secs. 50 and 51, 2S T7.S.C.A. Ill and 112, commonly 
called the general venue statute.) See appellant’s ap¬ 
pendix pages 43-44. 

“Venue is the place of trial of an action. The dis¬ 
tinction between ‘jurisdiction’ and ‘venue’ has been 
said to be plainly established and has frequently been 
recognized.” Standard Stoker Co. v. Lower, 46 Fed. 
(2) 678, 683. Jurisdiction connotes the power to de¬ 
cide a case on the merits, while venue connotes local¬ 
ity, the place where the suit should be heard. 

A Federal Court has no discretion to decline 
jurisdiction where the case is one to which its powers 
extend and the exercise of that power is properly 
invoked. McClellan v. Carled, 217 U. S. 268, 30 S. Ct. 
501, 54 L. ed. 762; Willcox v. Consolidated Gas Co., 
212 U. S. 19, 29 S. Ct. 192; 53 L. ed. 382; Ex parte 
Young, 209 U. S. 123, 28 S. Ct. 441, 52 L. ed. 714. 

It should be observed that the defendant Southern 
Independent Oil & Refining Company, Inc., claims that 
the Commissioner of Patents and it are not “adverse 
parties” under 35 U. S. C. Sec. 72 a (see appellant’s 
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appendix 44). Therefore, that section 72 a does not affect 
the venue or jurisdiction as to the resident defendant 
Conway P. Coe, Commissioner of Patents. Section 72 a 
merely provides that where there are “adverse parties” 
the venue as to all defendant parties, including parties 
residing outside the District of Columbia, as well as 
those found in the District of Columbia, shall be vested 
in the District of Columbia. That section does not say 
that where the several defendants are not adverse parties 
then the District Court of the United States for the 
District of Columbia shall not have jurisdiction over the 
bill where there is at least one defendant resident in that 
District. 

A resident co-defendant cannot avail himself of 
the objection that a co-defendant was not suable 
within the district where that other defendant, non¬ 
resident, was not an indispensable party. That was an 
action on a joint contract, and one of the several joint 
contractors was held not an indispensable party de¬ 
fendant in sucli a suit. Camp v. Or ess, 250 U. S. 308 
at 316, 63 L. ed. 997, 39 Sup. Ct. 748. 

A necessary party is not an indispensable party. 
Error in non-joinder of necessary or indispensable 
parties is not a jurisdictional defect, and Court is not 
precluded thereby from considering other arguments 
in the case. State of Washington v. United States , 
et al., C.C.A. Ninth (1936), 87’ Fed. (2) 421, 427. 

Rule 20 of the Rules of Civil Procedure, “Permis¬ 
sive Joinder of Parties”, states that “Judgment may 
be given for one or more defendants according to 
their respective liabilities.” Rule 21, “Misjoinder 
and non-joinder of parties,” states that “Misjoinder 
of parties is not ground for dismissal of an action.” 

It would have been a futile act for appellant to have 
brought suit in the District of Indiana, the residence of 
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the defendant, Southern Independent Oil & Refining Com¬ 
pany, Inc. The Commissioner of Patents is a non-resident 
of the District of Indiana, and the Court in that district 
could not have reviewed under Sec. 4915 R. S. the pro¬ 
ceedings of the defendant. Commissioner of Patents and 
issued any order to the Commissioner. Drackett Company 
v. Chamberlain Company (C.C.A. Third), 81 Fed. (2) 
866 (1936). In that case the complaint was dismissed be¬ 
cause the Commissioner of Patents was not made a party 
defendant. The Commissioner was held to he an essential 
party in a suit under R. S. 4915 to review the Commis¬ 
sioner’s decision refusing a certificate of registration of 
a trade-mark. 

In ex parte Schollenherger, 96 U. S. 369, 378, the 
Supreme Court said: 

“The act of congress prescribing the place where a 
person may be sued is not one affecting the general 
jurisdiction of the courts. It is rather in the nature 
of a personal exemption in favor of a defendant, and 
it is one which he may waive. If the citizenship of the 
parties is sufficient, a defendant may consent to be 
sued anywhere he pleases, and certainly jurisdiction 
will not be ousted because he has consented.” 

Appellant had the right after the adverse decision 
rendered against it by the Commissioner of Patents, 
to elect to proceed by either (1) appeal to the United 
States Court of Customs and Patent Appeals or (2) by 
suit against the Commissioner of Patents under R. S. 
4915. In either case the venue is in the District of Colum¬ 
bia. Either proceeding would be “a part of the applica¬ 
tion for registration of the trade-mark”, on the question 
of whether or not the Commissioner should grant or re¬ 
fuse the certificate of trade-mark registration of “SAFE 
WAY.” 
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When the Southern Independent Oil & Refining Com¬ 
pany, Ine. filed its application for registration of the 
name * 4 SAFE WAY” in the Patent Office, it is presumed 
to have known that all proceedings in connection with 
that application would be held in the District of Columbia, 
including possible appeal to the United States Court of 
Customs and Patent Appeals or suit under R. S. 4915 in 
the District Court of the United States for the District 
of Columbia irrespective of whether the applicant or the 
opposer is the successful party in the Patent Office. It is 
no more of a “hardship” therefore for the defendant. 
Southern Independent Oil & Refining Company, Inc., to 
defend appellant’s action under Sec. 4915 R. S. in the 
District of Columbia than it would have been if appellant 
had taken an appeal to the United States Court of 
Customs and Patent Appeals, which is also in the District 
of Columbia. 

Point III. 

The Commissioner of Patents is a proper, necessary and 
indispensable party in all proceedings properly brought 
under Sec. 4915, Revised Statutes, because it is the duty 
of the Commissioner to grant or to refuse registration 
of a trade-mark under Act of February 20, 1905, and he 
is presumed to act in the public interest in all such 
cases. 

i 

The arguments of the defendants in the case at bar are 
generally similar to those futilely made by the Commis¬ 
sioner of Patents in the recent case of Tomlinson of High 
Point y. Conway P. Coe, Commissioner of Patents, decided 
April 27, 1941 by this Court, 123 Fed. (2d) 65. In that case 
this Court said: 

“The proceeding by bill in equity under Section 
4915, R. S., is ‘a part of the application for the 
patent’ or for registration of the trade-mark. (Gandy 
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v. Marble, 122 U. S. 432, 439; 7 S. Ct. 1290, 1292; 30 
L. Ed. 1223). Accordingly, in the present case, ap¬ 
pellant seeks relief which is properly sought under 
the provisions of Section 4915, R. S., i.e., a decree 
authorizing and directing the Commissioner of Pat¬ 
ents to register its trade-mark. Both the public in¬ 
terest and the necessities of the case require that 
the Commissioner be made a party when the issue 
to be determined is whether such relief shall be 
granted. The opposer could not act to carry out a 
decree granting such relief: and such relief should 
not be granted without opportunity for the Commis¬ 
sioner to present countervailing evidence; hence, the 
public interest cannot properly be served without the 
participation of the Commissioner.” 

Where the jurisdiction of the person will enable the 
Court to give effect to its judgment or decree, jurisdiction 
may be exercised. Northern Indiana Railroad Company 
v. Michigan Central Railroad Co., 15 Howard 233; 14 L. 
ed. G74. 

Jurisdiction of the District Court for the District of 
Columbia in a proceeding under R. S. 4915 is not, of 
course, dependent solely on the question of whether or 
not the opposer in the Patent Office proceeding for regis¬ 
tration of a trade-mark was successful or unsuccessful. 

The Commissioner of Patents is an indispensable party 
in this case, because unless he is authorized and directed 
by the Court not to do so, he intends to issue a certificate 
of registration to the defendant, Southern Independent 
Oil & Refining Company, Inc. The Commissioner undoubt¬ 
edly has the right to defend such a suit. 

In granting or refusing to grant a certificate of trade¬ 
mark registration, and in canceling or refusing to cancel 
a registration, the Commissioner acts in a ministerial 
capacity. It is not a judicial judgment. The defendant 
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Commissioner of Patents has not cited any statute grant¬ 
ing him immunity from suit. As this Court said, in Tom¬ 
linson v. Coe {supra ): “In this connection it will be 
noted that Section 4915 contains no general limitation 
against suing the Commissioner. * y 

The Supreme Court in E. C. Atkins & Company v. 
Moore, Commissioner of Patents, 212 U. S. 285; 29 S. Ct. 
390; 53 L. Ed. 515 said: 

“It may be true that the Commissioner acts in a 
judicial capacity in determining whether the appli¬ 
cant is the owner of the trade-mark, and whether 
it is one of those marks the registration of which is 
prohibited, but when he has determined these in 
favor of the applicant, the act to be performed by him 
is ministerial merely, and that is the act which it is 
claimed he should have refused to perform on the 
ground that the statute is unconstitutional.’’ 

“Under Section 4914 of the Revised Statutes no 
opinion or decision of the Court of Appeals on appeal 
from the Commissioner of Patents precludes any 
person interested from the right to contest the 
validity of such patent in any court wherein the 
same may be called in question, and by Section 4915 
a remedy by bill in equity is given applicable in 
trade-mark cases under Section 9 of the Act of 
Februarv 20, 1905." 


Point IV. 

Whether or not the Southern Independent Oil & Refining 
Company; Inc. is a proper party is not decisive of the 
questions of jurisdiction and of venue as to the indis¬ 
pensable, resident defendant Commissioner of Patents. 

The defendant, Southern Independent Oil & Refining 
Company, Inc., is not a necessary or an indispensable 
party. The appellant in this suit brought under R. S. 4915 
challenges the right or authority of the Commissioner 
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of Patents to grant registration of its name “SAFE I 
WAY” under the Act of February 20, 1905. That issue J 
can be decided in the absence of the Southern Independent 
Oil & Refining Company, Inc. if it does not desire to ap- ! 
pear and contest the case. | 

Appellant does not seek any order, judgment or de¬ 
cree against the defendant, Southern Independent Oil & 
Refining Company, Inc., in this case. It was made a 
party so it could defend with the Commissioner, if it 
so desired. 

I 

This is not a case involving two interfering applicants j 
for registration of a trade-mark in the Patent Office, | 
nor is this a case where there was an award of priority 
between two contesting applicants for registration, nor i 
one seeking to cancel an existing registration. 

The Southern Independent Oil & Refining Company, j 
Inc. certainly would be called a “proper” party if it 
voluntarily appeared or intervened and answered to the 
process and complaint in this case. The fact that that 
defendant elected to exercise its privilege of not appear¬ 
ing and defending clearly does not oust or deprive the 
District Court of the United States for the District of 
Columbia of jurisdiction or venue as to the Commissioner 
of Patents. 

This Court held in Tomlinson of High Point v. Comray 
P. Coe, Commissioner of Patents, 123 Fed. (2d) 65: “The 
fact that an opposer of the request for registration was 
named in the body of the complaint does not result in 
requiring that the suit be dismissed as to the Commis¬ 
sioner.” 

The opposer in Tomlinson v. Coe {supra) was success¬ 
ful in opposing that application for registration of its 
name “WILLIAMSBURG.” The appellant in this case 
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at bar was unsuccessful in opposing the application for 
registration of its name “SAFEWAY.” The question 
of jurisdiction under Revised Statute 4915 is not depend¬ 
ent merely on the question of whether or not an opposer 
is successful or unsuccessful in the Patent Office proceed¬ 
ing. 

A case frequently cited on the subject of “proper, 
necessary or indispensable parties” is Shields v. Barrow, 
17 Howard 129 (1854). The Supreme Court in that case 
said: “To use the language of this Court in Elmendorf 
v. Taylor, 10 Wheat. 167: 

‘If the case may be completely decided, as between 
the litigant parties, the circumstance that an interest 
exists in some other person, whom the process of the 
Court cannot reach, — as if such party be a resident 
of another state, — ought not to prevent a decree 
upon its merits/ ” 

In the case at bar the only question involved is whether 
the Commissioner shall or shall not issue a certificate 
of registration of appellant’s name “SAFE WAY.” That 
single question can be definitely, completely and finally 
decided one way or the other in this proceeding under 
R. S. 4915. in the absence of Southern Independent Oil & 
Refining Company, Inc. if that concern does not appear 
and answer. 

Point V. 

The order of the District Court dismissing the complaint 
should be reversed or modified as shall be just, and the 
case remanded for further proceedings in accordance 
with the mandate of this Court. 

I 

The order of the District Court granting the defend¬ 
ants’ motions to dismiss the complaint for lack of juris¬ 
diction was erroneous and should be reversed and the 
case remanded to the District Court for further proceed¬ 
ings. 


CONCLUSIONS. 


Appellant respectfully submits that the proper venue 
of this suit is in the District of Columbia; that the Dis¬ 
trict Court of the United States for the District of Colum¬ 
bia has jurisdiction of the subject matter of this suit 
brought under Revised Statute 4915 against the Com¬ 
missioner of Patents; that the Commissioner is the 
proper, necessary and indispensable party residing within 
the District of Columbia, and that the defendant Southern 
Independent Oil & Refining Company, Inc., is not a neces¬ 
sary or an indispensable party because no order, decree 
or judgment is sought against it. 

The final order of the District Court dismissing the 
Complaint should be reversed. 

Chicago, Illinois, May 27, 1942. 

Respectfully submitted, 

A. W. Murray, 

540 Plymouth Court, 

Chicago, Illinois. 

Attorney for Safeway Stores, 
Incorporated, AppeUant. 

Eugene E. Stevens, 

Washington Loan & Trust Bldg. 

Washington, D. C., 

Of Counsel. 
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Appeal From the District Court of the 
United States for the District of Columbia. 
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In The 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia. 


Safeway Stores, Incorporated, 
Reno, Nevada, 

206 N. Virginia St., Plaintiff, 
vs. 


Conway P. Coe, The Commissioner 
of Patents, 
and 

Southern Independent Oil and 
Refining Company, Inc., 
Furniture Building, 

Evansville, Indiana, Defendants. 


> 


Civil Action 
No. 10,342 


Filed 

Feb. 26, 1941 

Charles E. Stewart, Clerk 


COMPLAINT 

To the Issuance of Trade-Mark. 


To the Honorable the Judges of the District Court of the 
United States for the District of Columbia: 

For its cause of action, the Plaintiff says: 

1 . 

Plaintiff, Safeway Stores, Incorporated, is a corpora¬ 
tion duly organized and existing under the laws of the 
State of Nevada, and has a place of business in the City 
of Reno, Nevada. 
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2 . 

Defendant, Conway P. Coe, is a citizen of the United 
States, is the Commissioner of Patents of the United 
States, and officially is a resident of the District of Colum¬ 
bia, and is sued in his official capacity as The Commis¬ 
sioner of Patents. 

3. 

Defendant, Southern Independent Oil & Refining Com¬ 
pany, Inc!, is a corporation duly organized and existing 
under the laws of the State of Indiana, and has a place 
of business in the City of Evansville, Indiana. 

4. 

Jurisdiction of this Court depends upon the statutes of 
the United States relating to the registration of trade¬ 
marks, Section 9 of the Act of February 20, 1905; U. S. C. 
Title 15, Section 81 and following, Chapter 592, 33 Stats. 
724; and is brought under Section 4915 of Revised Stat¬ 
utes of the United States as amended by Act of Congress 
approved March 2, 1927. There is diversity of citizenship 
and the matter in controversy exceeds, exclusive of inter¬ 
est and costs, the sum of Three Thousand Dollars 
($3,000.00). 

5. 

The relief sought herein is to enjoin the Honorable 
Conway P. Coe, defendant, in his official capacity as The 
Commissioner of Patents of the United States, from is¬ 
suing a Certificate of registration to the defendant. South¬ 
ern Independent Oil & Refining Company, Inc., under 
the Trade Mark Registration Act of February 20, 1905, 
U. S. C. Title 15, Section 81 and following, of the name 
“SAFE WAY” as a trade-mark for gasolines, lubri¬ 
cating oils and greases. 
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The said The Commissioner of Patents, defendant, is 
an administrative officer of an executive department, 
namely, the United States Patent Office, and he has deter- I 
mined to issue said certificate of registration to said de¬ 
fendant, Southern Independent Oil & Refining Company, 
Inc., notwithstanding the Notice of Opposition heretofore 
duly filed by Plaintiff in the Patent Office, as provided by 
said Act of February 20, 1905, protesting against the 
issuance of said certificate of registration to said de¬ 
fendant, Southern Independent Oil & Refining Company, 
Inc. Such act threatened to be performed by said Com¬ 
missioner, unless restrained by order of this Court, is 
ministerial merely and is an unauthorized and wrongful 
act which this plaintiff alleges said Commissioner should 
refuse to perform, because, as plaintiff avers and as will 
hereinafter more fully appear, said defendant, Southern 
Independent Oil & Refining Company, Inc. is not the owner 
of the name “SAFE WAY” and said defendant is not 
entitled, and was not at the time of the filing date of 
its said application for registration the sole owner of said 
name “SAFE WAY”, nor entitled to registration there¬ 
of, and under said Act of February 20, 1905, said regis¬ 
tration is prohibited to defendant, Southern Independent 
Oil and Refining Company, Inc., because “SAFE WAY” 
consists merely in the name of this plaintiff, and said 
defendant, The Commissioner of Patents, should refuse 
such registration. 

7. 

No appeal has been taken to or is now pending in behalf 
of plaintiff, nor has been decided by the United States 
Court of Customs and Patent Appeals with respect to the 
questions and matters involved herein. Plaintiff has elected 
to file this action in accordance with the provisions of 
said Section 4915 of the Revised Statutes rather than to 


26 


appeal to said United States Court of Customs and 
Patent Appeals. 

8 . 

Plaintiff has been extensively and continuously engaged 
since 1926 in owning and operating a large chain of retail 
grocery 1 stores, and now owns and operates more than 
fifteen hundred (1,500) of such stores in many states of 
the United States, under the distinctive name “SAFE¬ 
WAY”. Continuously since 1926 plaintiff has designated 
its said stores bv the name Safewav alone, bv means of 
signs prominently displayed on such stores, and in various 
other methods, such as extensive newspaper advertising, 
display cards, price lists, gummed labels, cash register 
receipts, invoices, paper bags, etc., all bearing the name 
“SAFEWAY” as the designation of plaintiff and its 
said business and stores. 

9. 

Due to such long continued and extensive use and ad¬ 
vertising by plaintiff of the name “SAFEWAY” alone, 
in connection with the ownership and operation by plain¬ 
tiff of its said stores and merchandise sold therein, the 
name “SAFEWAY” alone has become associated in the 
mind of the public with plaintiff exclusively, and the 
name “SAFEWAY” has come to mean the plaintiff, 
and the public generally know and recognize the plaintiff 
by the name “SAFEWAY” alone, throughout a large 
section of the United States. 

10 . 

The total annual amount of sales by plaintiff in its 
said stores owned and operated under the name “SAFE¬ 
WAY”, is more than One Hundred and Fifty Million 
Dollars ($150,000,000.00), and the name “SAFEWAY” 
is a substantial part of the valuable good-will of plaintiff. 


27 


11 . 

The unauthorized use by said defendant, Southern In¬ 
dependent Oil & Refining Company, Inc., of said name 
“SAFE WAY” is damaging to plaintiff, and as said 
name “SAFEWAY” is the dominant, salient and dis¬ 
tinguishing part of plaintiff’s corporate name, the regis¬ 
tration thereof, as sought by said defendant, is prohibited 
by said Act of February 20, 1905, and the application of 
said defendant, Southern Independent Oil & Refining Com¬ 
pany, Inc. for such registration under said Act, should 
be refused by said defendant The Commission of Pat- 
ents as in said Act provided, because the said Commis¬ 
sioner has no authority to register plaintiff’s name to said 
defendant, as a trade-mark for gasoline, lubricating oils 
and greases. 

12 . 

On October 1, 1938, the defendant, Southern Independ¬ 
ent Oil & Refining Company, Inc. filed in the United States 
Patent Office an application for the registration of the 
name “SAFE WAY” as a trade-mark for gasoline, 
lubricating oils and greases. Said application was given 
Serial #411,189. Said application was published in the 
Official Gazette of the Patent Office on May 30, 1939, 
Volume 502, No. 5, page 1911. In said application the de¬ 
fendant, Southern Independent Oil & Refining Company, 
Inc., alleged that its date of first use of said name 
“SAFE WAY” was on March 27, 1938, that it was the 
sole owner of said name, and that no other person, firm 
or corporation has the right to use said name or any name 
similar thereto, whereas said defendant well knew that 
this plaintiff had, since a date long prior to said March 
27, 1938, extensively and continuously used the name 
“SAFEWAY” as the designation of plaintiff’s business 
and stores, and that such name, by reason of such long 
continued prior use by plaintiff, had become well and 
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favorably known to the public as associated exclusively 
with and identifying plaintiff and its business. Plaintiff 
avers that the defendant. Southern Independent Oil & 
Refining Company, Inc*., well knowing the premises, 
adopted said name “SAFE WAY” without knowledge or 
consent of plaintiff, for the purpose and intent of de¬ 
ceiving and misleading the public into believing that the 
petroleum products sold by said defendant under the 
name “SAFE WAY” were products emanating from and 
approved by plaintiff, or by some concern affiliated with 
or authorized by plaintiff to use its said name “SAFE¬ 
WAY” in connection with the sale of said merchandise. 

13. 

On June 29, 1939, the plaintiff duly filed in the Patent 
Office its Notice of Opposition against said application for 
registration, which opposition proceeding in the Patent 
Office was entitled Safeway Stores, Incorporated ( Op- 
poser) I v. Southern Independent Oil tf- Refining Company, 
Inc. (Applicant ), Opposition No. 18,970. Testimony therein 
was duly taken and filed by plaintiff, but said Southern 
Independent Oil & Refining Company, Inc. did not take 
or file anv testimony therein. The said defendant. The 
Commissioner of Patents, on January 8, 1941, erroneously 
dismissed said Notice of Opposition and ruled, contrary 
to the facts and the law applicable thereto, that Southern 
Independent Oil & Refining Company, Inc., the applicant 
therein, was entitled to the registration of the name 
“SAFE WAY” sought by it in said application Serial 
No. 411,189. And unless restrained by order of this 
Court, the defendant Conway P. Coe, the Commissioner 
of Patents, intends to issue a certificate of registration 
to said defendant. Southern Independent Oil and Refining 
Company, Inc., for plaintiff’s said name “SAFE WAY” 
and thereby irreparably damage and injure this plaintiff. 


29 


14. 

Such proposed action by the defendant, The Commis¬ 
sioner of Patents, unless restrained by order of this 
Court, will cause serious and irreparable loss and damage 
to the plaintiff because such certificate, if issued, would, 
under the provisions of the Trade Mark Registration 
Act of February 20, 1905, Section 16, (U. S. C. Title 15, 
Section 96) be prima facie evidence of exclusive owner¬ 
ship by said defendant, Southern Independent Oil & 
Refining Company, Inc., whereas in truth and in fact, and 
according to law, said defendant, Southern Independent 
Oil and Refining Company, Inc., is not the owner of said 
trade-mark “SAFE WAY” under said Act, and for the 
further reason that said U. S. C. Title 15, Section 85, 
expressly prohibits the registration under the terms of 
said Act, of anv mark which consists merelv in the name 
of a corporation. 

15. 

The said Defendant, the Commissioner of Patents, 
found, as a fact from the testimony submitted by plain¬ 
tiff in said opposition proceeding, that “ ‘SAFEWAY’ 
is the salient feature of opposer’s (Plaintiff) corporate 
name, has been widely used alone on signs, in advertising 
and otherwise, to designate opposer and its stores, and 
if applied to said products as opposer (plaintiff) sells, 
would doubtless cause confusion if used by a competitor”. 
The Commissioner nevertheless erroneously held that 
because the plaintiff does not deal in gasoline or lubricat¬ 
ing oils, it appears improbable that applicant’s (defend¬ 
ant, Southern Independent Oil & Refining Company, Inc.) 
use of the name “SAFE WAY” would confuse the public 
to opposer’s (Plaintiff) injury. Such opinion of the Com¬ 
missioner is contrary to fact, and is in utter disregard 
of the provisions of said Act of February 20, 1905, pro¬ 
hibiting the registration of a name such as “SAFE 
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WAY”, that is the name of a corporation other than the 
applicant^ and that such registration to said defendant 
would be damaging to plaintiff herein. 

16. 

The unauthorized use and registration of the name 
“SAFE WAY” or anv other name colorablv imitating 
or simulating the name “SAFEWAY”, by defendant, 
Southern Independent Oil & Refining Company, Inc., 
would cause plaintiff substantial damage and irreparable 
injury, in that such unauthorized use would be likely to 
cause confusion or mistake in the mind of the public or 
to deceive purchasers into believing that the defendant, 
using said name “SAFE WAY”, is in some manner as¬ 
sociated or affiliated with plaintiff or that the goods to 
which the defendant applies the name “SAFE WAY” 
originated with or were approved by plaintiff. 

17. 

The defendant, Southern Independent Oil & Refining 
Company, Inc., is not the owner of the name “SAFE 
WAY” sought to be registered by it, and was not entitled 
to the exclusive right of use thereof at the time of the 
filing of its application for registration thereof, nor at 
any other time nor entitled to registration thereof. 

18 . 

The nkme “SAFE WAY”, sought to be registered by 
the defendant, Southern Independent Oil & Refining Com¬ 
pany, Inc., consists merely in the name of the plaintiff 
corporation, or the salient, distinctive, dominant portion 
thereof, not written, printed, impressed, or woven in some 
particular or distinctive manner, or not associated with 
a portrait of an individual and is, therefore, wdthin the 
prohibitions against registration of such corporate name 
under Section 5 (b) of the Act of 1905. 
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19. 

Wherefore, the plaintiff prays that an order of this 
Court be issued against the defendant, Conway P. Coe, 
The Commissioner of Patents, ordering and directing him, 
during the pendency of this action, not to issue a certifi¬ 
cate of registration to the defendant, Southern Independ¬ 
ent Oil & Refining Company, Inc., of the name “SAFE 
WAY” for gasoline, lubricating oils and greases, sought 
by said defendant, Southern Independent Oil & Refining 
Company, Inc., in its application, Serial #411,189, filed 
October 1, 1938; that such order be made permanent upon 
final determination of this action, and that the plaintiff 
have such other and further relief as the Court may deem 
just. 

Plaintiff further prays that a copy of this complaint be 
ordered served upon said defendant, Conway P. Coe, The 
Commissioner of Patents, and upon said defendant, 
Southern Independent Oil & Refining Company, Inc., to¬ 
gether with a writ of subpoena issued out of and under 
the seal of this Court, requiring said defendants, and each 
of them, to appear and make answer to this complaint, 
and to perform and abide by such order and decree here¬ 
in as to this Court shall seem meet. 

Safeway Stores, Incorporated 

By Eugene E. Stevens 
Eugene E. Stevens 
Its Attorney 

Washington Loan and Trust Bldg. 
Wash’ D. C. 

A. W. Murray 

A. W. Murray, 

Of Counsel for Plaintiff, 

540 Plymouth Court, 

Chicago, Illinois. 
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State of Illinois, 

Countv of Cook—ss. 

* 

A. W. Murray, being duly sworn, deposes and says that 
he is counsel for Plaintiff in the foregoing complaint, and 
that he has read the said complaint and believes the facts 
stated therein to be true. 

(signed) A. W. Murray 
A. W. Murray 

Subscribed and sworn to before me this 24th dav of 

* 

February, 1941. 

(signed) Loretta Sbalehiero 
Notary Public 

(Seal) Commission expires July 20 

Notice of Service. 

District of Columbia—ss. 

Eugene E. Stevens, being duly sworn, deposes and says 
that on this 25th day of February, 1941, he sent via regis¬ 
tered mail to— 

The Attorney General of the United States 
U. S. Department of Justice 
Washington, D. C. 

a true copy of the foregoing complaint. 

(signed) Eugene E. Stevens 
Eugene E. Stevens 

| 

Subscribed and sworn to before me this 25th dav of 
February, 1941. 

, (signed) . 

(Seal) Notary Public 


i 
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In The 


DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 


Safeway Stores, Incorporated, 

Plaintiff, 

v. 


Conway P. Coe, Commissioner of 
Patents, and Southern Inde¬ 
pendent Oil and Refining Com¬ 
pany, Inc., 


> 


Defendants. J 


Civil Action 
No. 10,342 


Filed 

April 17, 1941 
Charles E. Stewart, Clerk 

William T. Jones 

Solicitor for Southern Independent 
Oil and Refining Company, Inc., 

One of the Defendants. 


To the Honorable the Justices of the District Court of the 
United States for the District of Columbia: 


MOTION TO DISMISS. 


The undersigned appears especially on behalf of South¬ 
ern Independent Oil and Refining Company, Inc., for the 
purpose of bringing the herein Motion to dismiss the com¬ 
plaint in so far as it relates to the above named Southern 
Independent Oil and Refining Company, Inc. 

The Defendant, Southern Independent Oil and Refining 
Company, Inc., moves the Court as follows: 

(1) To dismiss the complaint on the ground that De¬ 
fendant, Southern Independent Oil and Refining Com- 


34 


pany, Inc*., is a corporation organized and existing under 
the laws of the State of Indiana and is not within the 
jurisdiction of the District of Columbia, District Court of 
the United States, nor subject to its process, as appears 
from the affidavit of Sol Bronstein, attached and marked 
Exhibit “A”. 

(2) To dismiss the complaint on the ground that Con¬ 
way P. Coe, Commissioner of Patents, and Defendant, 
Southern Independent Oil and Refining Company, Inc., 
are not adverse parties within the meaning of U. S. Code, 
annotated Title 35, subdivision 72A, such as to entitle 
Plaintiff to bring the within action in the District Court 
of the United States for the District of Columbia. 

William T. Jones, 

Solicitor for Defendant, South¬ 
ern Independent Oil and Re¬ 
fining Company, Inc. 

Watts T. Estabrook 
Attorney for Defendant 
1053 National Press Bldg. 

Washington, D. C. 

New York. N. Y. 

April 15, 1941. 

Watts T. Estabrook, 

Of Counsel, 

1053 National Press Bldg., 
Washington, D. C. 

Washington, D. C. 

April 17, 1941. 
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In The 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 


Safeway Stores, Incorporated, 

Plaintiff, 

v. 

Conway P. Coe, Commissioner of 
Patents, et al., 

Defendants. 


Civil Action, 
No. 10,342. 


Filed 

April 21, 1941 
Charles E. Stewart, Clerk 

W. W. Cochran, 

Solicitor, U. S. Patent Office, 

Attorney for Conway P. Coe, 

Commissioner of Patents, 

One of the Defendants. 


MOTION TO DISMISS. 


Now comes Conway P. Coe, Commissioner of Patents, 
one of the defendants named herein, and moves the Court: 

1. To dismiss the complaint as to the Commissioner of 
Patents on the ground that he is not a proper party to 
the action. 

2. To dismiss the complaint on the ground that the 
action cannot proceed against the Commissioner of Pat¬ 
ents in the absence of a necessary party, the Southern 
Independent Oil and Refining Company, Inc. 

An oral hearing on this motion is requested. 

W. W. Cochran, 

Solicitor, U. S. Patent Office, 
Attorney for Defendant, Con¬ 
way P. Coe, Commissioner of 
Patents. 
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In The 

j 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 


Safeway Stores, Incorporated, 

Plaintiff, 


vs. 

Conway P. 
Patents, 


Coe, Commissioner of 
et al.. 

Defendants. 



Civil Action 
No. 10,342. 


Book 33, Page 149 
Filed Oct. 17, 1941 
Charles E. Stewart, Clerk 


ORDER. 


This action came on to be heard at this term on motion 

| 

of Defendant, Conway P. Coe, Commissioner of Patents, 
to dismiss the complaint, and thereupon upon considera¬ 
tion thereof, it is this 17th day of October, 1941, 

Ordered that the motion be and it is herebv sustained 
and that the complainant be and it is hereby dismissed 
with costs against the Plaintiff. 

Pine 

Justice 

Approved as to form 
Eugene E. Stevens 
Attornev for Plaintiff. 



Book 33 Page 150 

In The 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 

Safeway Stores, Incorporated, 

Plaintiff, 
vs. 

Conway P. Coe, Commissioner of 
Patents, and Southern Inde¬ 
pendent Oil and Refining Com¬ 
pany, Inc., 

Defendants. 

Filed Oct. 17, 1941 
Charles E. Stewart, Clerk 

ORDER. 

This action came on to be heard at this term on motion 
of Defendant, Southern Independent Oil and Refining 
Company, Inc., to dismiss the complaint, and thereupon 
upon consideration thereof, it is this 17th day of October, 
1941, Ordered: 

that the motion be and it is hereby sustained and, 

that the complaint be and it is hereby dismissed with 
costs against Plaintiff. 

Pine 

Justice 

Approved as to form 
Eugene E. Stevens 
Attorney for Plaintiff 


Civil Action 
No. 10,342 
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In The 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 


\ 


Q 


Civil Action 
No. 10,342 


Safeway Stores, Incorporated, ^ 

Plaintiff, 
vs. 

Conway P. Coe, Commissioner of 
Patents, and Southern Oil and 
Refining Company, Inc., 

Defendants. J 

Filed Nov. 17, 1941 
Charles E. Stewart, Clerk 

PLAINTIFF’S MOTION FOR REHEARING AND TO 
VACATE ORDER DISMISSING COMPLAINT AND 
TO DENY DEFENDANT’S MOTIONS TO DISMISS 
THE COMPLAINT._/ 

Now comes the Plaintiff, Safeway Stores, Incorporated, 
and moves the Court for rehearing; and moves the Court 
to vacate the Order dated October 17 1941, dismissing the 
Complaint on motion of the defendant, Conway P. Coe, 
Commissioner of Patents, and to deny said defendant’s 
Motion to Dismiss the Complaint, and to require said de¬ 
fendant to answer. 
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The ground for this motion is: 

That dismissal of the Complaint is contrary to the sub- I 
sequent holding in— | 

Tomlinson of High Point I 

I 

vs. 

Coe, Commissioner of Patents | 

(No. 7619, decided Oct. 27, 1941) | 

An oral hearing is requested^^[ | 

Eugene E. Stevens I 

Attorney for Safeway Stores, 
Inc., Plaintiff, 

531 W. L. & T. Bldg. I 

Washington, D. C. | 

A. W. Murray of counsel 
for Plaintiff 
540 Plymouth Court 
Chicago, Illinois 
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In The 

i 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 


Safeway Stores, Incorporated, 

Plaintiff, 

vs. 


Conway P. Coe, Commissioner of 
Patents, and Southern Oil and 
Refining Company, Inc., 

Defendants. 


> 


Civil Action 
No. 10,342 


Filed Nov. 17, 1941 
Charles E. Stewart, Clerk 


PLAINTIFF’S MOTION FOR REHEARING AND TO 
VACATE ORDER DISMISSING COMPLAINT, AND 
TO DENY DEFENDANT’S MOTIONS TO DISMISS 
THE COMPLAINT. 

Now comes the Plaintiff, Safeway Stores, Incorporated, 
and moves the Court for rehearing, and moves the Court 
to vacate the Order dated October 17, 1941, dismissing 
the Complaint on the motion of the defendant, Southern 
Independent Oil and Refining Company; and moves the 
Court to deny said defendant’s Motion to Dismiss the 
Complaint, and to require said defendant to answer. 
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The ground for this motion is: 

That dismissal of the Complaint is contrary to the sub¬ 
sequent holding in— 

Tomlinson of High Point 
vs. 

Coe, Commissioner of Patents 
(No. 7610, decided Oct. 27, 1941) 

An oral hearing is requested. 

Eugene E. Stevens 
Eugene E. Stevens 
Attorney for Safeway Stores, 
Inc., Plaintiff 
531 W. L. & T. Bldg. 
Washington, D. C. 

A. W. Murray 
A. W. Murray of counsel 
for Plaintiff 
540 Plymouth Court 
Chicago, Illinois 
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Book 37 Page 505 


In The 

i 

DISTRICT COURT OF THE UNITED STATES 
For the District of Columbia 


Safeway Storks, Incorporated, 

Plaintiff, 

v. 


Conway P. Coe, Commissioner of 
Patents, and Southern Oil and 
Refining Company, Inc., 

Defendants. 


> 


j 


Civil Action. 
No. 10,342 


Filed Jan. 17, 1942 
Charles E. Stewart, Clerk 


ORDER. 

This action came on to be heard further at the last 
term on motions of plaintiff for rehearing and to vacate 
the Orders of October 17, 1941, dismissing the complaint 
and thereupon upon consideration thereof it is this 17th 
day of January, 1942, 

Ordered that the motions be and they are hereby denied. 

Pine 

Justice. 

Eugene E. Stevens 
Attorney for Plaintiff 

Watts T. Estabrook 
Attorney for Southern Independent 
Oil and Refining Company, Inc. 



I 
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The relevant parts of statutes involved are as follows: 

Sec. 4915 Revised Statutes, 35 U. S. C., sec. 63: 

Whenever a patent on application is refused, either 
by the Commissioner of Patents or by the Supreme 
Court of the District of Columbia upon appeal from 
the Commissioner, the applicant may have remedy by 
bill in equity; and the court having cognizance there¬ 
of, on notice to adverse parties and other dire pro¬ 
ceedings had, may adjudge that such applicant is en¬ 
titled, according to law’, to receive a patent for his 
invention, as specified in his claim, or for any part 
thereof, as the facts in the case may appear. And 
such adjudication, if it be in favor of the right of 
the applicant, shall authorize the Commissioner to 
issue such patent on the applicant filing in the Pat¬ 
ent Office a copy of the adjudication, and otherwise 
complying with the requirements of law. In all cases, 
w’here there is no opposing party, a copy of the bill 
shall be served on the Commissioner; and all the ex¬ 
penses of the proceedings shall be paid by the appli¬ 
cant, whether the final decision is in his favor or not. 

Title 28, U. S. C., chapter 2, section 41 (Judicial Code, 
section 24, amended): 

Original jurisdiction—The district courts shall have 
original jurisdiction as follows: 

(7) Suits under patent, copyright, and trade-mark 
laws.—Seventh. Of all suits at law or in equity aris¬ 
ing under the patent, the copyright, and the trade¬ 
mark laws. (R. S., sec. 629, par. 9; March 3, 1911, 
c. 231, sec. 24, par. 7, 36 Stat. 1092.) 

Title 28—U. S. C.—c. 4, Sec. 111. (Judicial Code—Sec¬ 
tion 50) (Venue Statutes): 

When part of several defendants cannot be served. 
When there are several defendants in any suit at 
law’ or in equity, and one or more of them are neither 
inhabitants of nor found within the district in w’hich 
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the suit is brought, and do not voluntarily appear, 
the court may entertain jurisdiction, and proceed to 
the trial and adjudication of the suit between the par¬ 
ties who are properly before it; but the judgment or 
decree rendered therein shall not conclude or preju¬ 
dice other parties not regularly served with process 
nor voluntarily appearing to answer; and non-joinder 
of parties who are not inhabitants of nor found with¬ 
in the district, as aforesaid, shall not constitute mat¬ 
ter of abatement of objection to the suit. (R. S.— 
737; Mar. 3, 1911, c. 231 50, 36 Stat. 1101.) 

Title 28—U. S. C.—c. 4, Sec. 112 (Judicial Code—Sec¬ 
tion 50) Amended (Venue Statutes): 

(a) Except as provided in section 113 to 117 of 
this title, no person shall be arrested in one district 
for trial in another in any civil action before a district 
codrt; and, except as provided in sections 113 to 118 of 
this title, no civil suit shall be brought in any district 
court against any person by any original process or 
proceeding in any other district than that whereof he 
is an inhabitant; but where the jurisdiction is 
founded only on the fact that the action is between 
citizens of different States, suit shall be brought only 
in the district of the residence of either the plaintiff 
or the defendant. 

U. S. Code, Annotated, Title 35. Suits in District of 
Columbia; Parties residing elsewhere; jurisdiction: 

Section 72a. Jurisdiction of District Court of the United 
States for the District of Columbia where adverse par¬ 
ties reside in plurality of districts or foreign countries; 
service of writs. 

Upon the filing of a bill in the district court of the 
United States for the District of Columbia wherein 
remedy is sought under section 63 or section 66 of 
this title, without seeking other remedy, if it shall 
appear that there is an adverse party residing in a 
foreign country, or adverse parties residing in a plur- 
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ality of districts not embraced within the same State, 
the Court shall have jurisdiction thereof and writs 
shall, unless the adverse party or parties voluntarily 
make appearance, be issued against all of the adverse 
parties with the force and effect and in the manner 
set forth in Section 113 of Title 28; provided that 
writs issued against parties residing in foreign coun¬ 
tries pursuant to this section may be served by pub¬ 
lication or otherwise as the Court shall direct. 

In The 

UNITED STATES PATENT OFFICE 

Safeway Stores, Incorporated 
v. 

Southern Independent Oil and 
Refining Company, Inc. 


Appeal from Examiner of Interferences 


Opposition No. 18,970 to Registration of Trade-Mark of 
Southern Independent Oil and Refining Company, Inc., 
for Gasoline, Lubricating Oils and Greases, application 
filed October 1, 1938, Serial No. 411,189, published Mav 
30, 1939. 


Mida, Richards & Murray for Safeway Stores, Incor¬ 
porated. 

William Thomas Jones and Edward G. Roe for Southern 
Independent Oil and Refining Company, Inc. 

Safeway Stores, Incorporated, appeals from the deci¬ 
sion of the examiner of interferences in the above entitled 
proceeding dismissing its opposition to the application of 
Southern Independent Oil and Refining Company, Inc., 
for registration of the notation “Safe Way” as a trade¬ 
mark for “gasoline, lubricating oils and greases.” 
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The only question presented for determination is 
whether or not applicant’s mark constitutes an appropria¬ 
tion of opposer’s corporate name, and thus falls within 
the proviso of section 5 of the Act of February 20, 1905: 

“That no mark which consists merely in the name 
of an individual, firm, corporation, or association not 
written, printed, impressed, or woven in some par¬ 
ticular or distinctive manner * * * shall be registered 
under the terms of this Act.” 

Manifestly applicant’s mark is but a part of opposer’s 
name; hence the rule applies that “where less than the 
whole name has been appropriated, the right of registra¬ 
tion will turn upon whether it appears that such partial 
appropriation is of such character and extent that, under 
the facts of the particular case, it is calculated to deceive 
or confuse the public to the injury of the corporation to 
which the name belongs.” American Steel Foundries v. 
Robertson, 269 I T . S. 372, 1926 C. D. 289. 

Opposer operates an extensive chain of grocery stores, 
in which are sold, according to opposer’s witness Wilde, 
“principally food stuffs” and also “articles such as 
matches, cleaning fluids, soap, shoe polish, brooms, tooth¬ 
picks, electric light globes, fly and insect sprays and vari¬ 
ous other articles which are not food stuffs, but are gen¬ 
erally handled in grocery stores.” 

“Safeway” is the salient feature of opposer’s name, 
and has been widely used alone on signs, in advertising, 
and otherwise to designate opposer and its stores; and as 
applied to such products as opposer sells would doubtless 
cause confusion if used by a competitor. “Safe Way,” 
however, is an expression of such commonplace signifi¬ 
cance in the language that its use in association with 
other and unrelated products would not, in my opinion, 
be likely to suggest opposer to the mind of the public. 
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Opposer does not deal in gasoline or lubricants, nor would 
purchasers expect to find merchandise of that character 
in a chain grocery store. It thus appears improbable that 
applicant’s use, with these particular goods, of the mark 
it seeks to register, would confuse the public to opposer’s 
injury. 

Since the appeal was argued opposer has moved to add 
to the record a copy of “Fortune” magazine for the 
month of October, 1940, containing an article relating to 
opposer’s business. The motion is untimely, and for that 
reason is denied. It seems proper to add, however, that I 
have examined the article referred to, and its inclusion 
in the record would not alter my opinion that the opposi¬ 
tion was properly dismissed. 

The decision of the examiner of interferences is 
affirmed. 

Leslie Frazer 
Assistant Commissioner 

January 8, 1941. 
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In the United States Court of Appeal* 
for the District of Columbia 


APPEAL NO. 8206 


Safeway Stores, Incorporated, appellant 


v. 


Conway P. Coe, the Commissioner of Patents, and 
Southern Independent Oil & Refining Company, 
Inc., appellees 


APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF 
THE UNITED STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF IN SUPPORT OF MOTION TO DISMISS APPEAL BY AP¬ 
PELLEE CONWAY P. COE, COMMISSIONER OF PATENTS 

I 

This brief, in support of appellee Coe ? s motion tb 
dismiss the appeal, is filed in accordance with thp 
order issued by the Court on January 22, 1943. 

STATEMENT 

I 

Southern Independent Oil & Refining Company;, 
Inc., one of the Appellees, herein referred to 
Southern, filed in the Patent Office an application for 
registration of the notation “SAFEWAY” as a trade- 

I 

mark for gasoline, lubricating oils, and greases (Ap- 

i 

pellant’s Appendix 27). Appellant filed its Notice of 
Opposition to the registration. An Opposition pro- 

CD 


I 


2 


ceeding was instituted in the Patent Office and there¬ 
after was terminated by a decision of the Commis- 

! 

sioner of Patents (Appellant’s Appendix 45) affirm¬ 
ing the decision of the Examiner of Interferences 
dismissing the notice of opposition and holding that 
Southern is entitled to the registration sought. (Ap¬ 
pellant’s Appendix 28, 45). 

Appellant thereafter filed a complaint (Appel¬ 
lant’s Appendix 23) in the District Court under Sec¬ 
tion 4915 R. S. (U. S. C., title 35, sec. 63) against 
Conwav P. Coe, Commissioner of Patents and South- 
ern, praying that the Commissioner of Patents be 
enjoined from issuing the registration to Southern. 

Both defendants filed motions to dismiss the com¬ 
plaint on jurisdictional grounds (Appellant’s Appen- 

i 

dix 33-35). The motions were heard and sustained 
and the Complaint was dismissed by Orders (Appel¬ 
lant’s Appendix 36, 37) filed on October 17, 1941. 

On November 17, 1941, appellant filed motions for 
rehearing and to vacate the orders dismissing the 
complaint and to deny defendants’ motions to dis¬ 
miss the complaint (Appellant’s Appendix 38-41). 
These motions were denied in an Order filed on Jan¬ 
uary 17, 1942 (Appellant’s Appendix 42). 

The notice of appeal was given on February 14, 
1942 (see Appendix hereto) and is in form an appeal 
“from the judgment * * * entered on the 17th 

day of January 1942 * * * ”. 

SUMMARY OF ARGUMENT 

I. The Order filed on January 17, 1942, from which 
the appeal is taken, merely denied appellant’s mo- 




tions for rehearing and to vacate the previous Orders 
dismissing the Complaint, and was not appealable. 
The appeal, if treated as an appeal from the Orders 
of October 17, 1941, dismissing the Complaint, is late 
under Rule 10 (a) of this Court. 

II. The limit of appeal was not extended by appel¬ 
lant’s motions of November 17, 1941, for rehearing 
and to vacate, because these motions were not filed 
within the period of 10 days prescribed by Rule 59 
(b), Federal Rules of Civil Procedure, for the bring¬ 
ing of a motion for a new trial or rehearing. 

ARGUMENT 


The appeal herein (see Appendix hereto) is 
form an appeal from the District Court’s Order of 
January 17, 1942 (Appellant’s Appendix 42) denyin 
appellant’s motions for rehearing and to vacate th 
Orders of October 17, 1941 (Appellant’s Appendi^ 
36, 37) by which the Complaint was dismissed. 

It is well established by decisions of this Court tha 
an appeal may not be taken from an order overrulin 
a motion to vacate a judgment: 

Tubman v. Baltimore <& Ohio R. R. Co ., 20 
App. D. C. 541. 

Swenk v. Nicholls, 39 App. D. C. 350. 

Dante v. Bagby, 39 App. D. C. 516. 

Doyle v. District of Columbia, 45 App. D. C. 
90. 

Internatiohial Bank v. Securities Corp., 59 
App. D. C. 72; 32 F. (2d) 968. 
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The appeal should therefore be dismissed if the 
notice of appeal is to be taken on its face value. 

If, however, the Court should conclude that the ap¬ 
peal of February 14, 1942, should be considered in 
effect as an appeal from the orders of October 17,1941, 
the appeal was not filed within the period of 30 days 
provided by Rule 10 (a) of this Court. It should 
therefore be dismissed. 


II 

Appellant’s motions of November 17, 1941 (Ap¬ 
pellant’s Appendix 38, 40), for rehearing and to 
vacate the Orders dismissing the Complaint, were in 
the nature of motions for a new trial but were not 
seasonably filed within the 10-day period prescribed 
by Rule 59 (b), Federal Rules of Civil Procedure. 
This paragraph of the rule reads as follows: 

(b) Time for Motion. A motion for a new 
trial shall be served not later than 10 days 
after the entiy of the judgment, except that a 
motion for a new trial on the ground of newly 
discovered evidence may be made after the ex¬ 
piration of such period and before the expira- 
ation of the time for appeal, with leave of 
court obtained on notice and hearing and on 
a showing of due diligence 

It is well settled that while a seasonably filed 
motion for rehearing will stop the running of the 
time for appeal, a motion filed after the time allowed 
for such a motion will not extend the limit of ap¬ 
peal. 


I 


In Morse v. United States, 270 U. S. 151, the! Su¬ 
preme Court said: 

There is no doubt under the decisions and 
practice in this court that where a motion for 
a new trial in a court of law, or a petitionj for 
a rehearing in a court of equity, is duly |and 
seasonably filed, it suspends the running of 
the time for taking a writ of error or an ap¬ 
peal, and that the time within which the pro¬ 
ceeding to review must be initiated begins 
from the date of the denial of either the mo¬ 
tion or petition. 

* * * * * I 

The suspension of the running of the period 
limited for the allowance of an appeal, after 
a judgment has been entered, depends upon the 
due and seasonable filing of the motion for a 
new trial or the petition for rehearing. | 

Cf. Burke v. Canfield, 72 App. D. C. 127, 111 F. (2<jl) 
526; Neely v. Merchants Trust Co., C. C. A. 3, 110 
(2d) 525; Southland Industries v. Federal Communi¬ 
cations Commission, 69 App. D. C. 82, 99 F. (2d) 11 
In Leishman v. Associated Wholesale Electric C 
128 F. (2d) 204, C. C. A. 9, a judgment dismissing 
complaint for infringement of a patent was entere 
on May 1, 1941. The appellant moved the Court o 
May 28, 1941, to amend and supplement its findin 
and conclusions. The motion was not made withip 
the 10-day period prescribed by Rule 52 (b) but was 
made within the period as enlarged by an order ob¬ 
tained by appellant pursuant to Rule 6 (b). The 
notice of appeal was filed on September 4, 1941, 
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which was beyond the 3-month period allowed 
for appeals to that Court. The Court held that the 
order enlarging the 10-day period prescribed by Rule 
52 (b) “did not extend the time for taking an appeal 
and could not have done so; but Rule 6(b) expressly 
forbids any such extension.’’ The appeal was there¬ 
fore held to be late and was dismissed. 

Rule 6 (b) reads as follows: 

(b) Enlargement. When by these rules or 
by a notice given thereunder or by order of 
court an act is required or allowed to be done 
at or within a specified time, the court for 
cause shown may, at any time in its discretion, 
(1) with or without motion or notice, order 
the period enlarged if application therefor is 
made before the expiration of the period orig¬ 
inally prescribed or as extended by a previous 
order or (2) upon motion permit the act to 
be done after the expiration of the specified 
period where the failure to act was the result 
of excusable neglect; but it may not enlarge 
thei period for taking any action under Rule 
59, except as stated in subdivision (c) thereof, 
or the period for taking an appeal as provided 

bv law. 

* 

It is submitted therefore that in accordance with 
this rule and Rule 59 (b) and the authorities inter¬ 
preting the rules, the limit of appeal was not extend¬ 
ed either by appellant's tardy motion for rehearing 
or by the lower Court’s denial of the motion. 

Further, it is submitted that because appellant’s 
motions for rehearing were filed after the expiration 
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of the 10-day period provided by Rule 59 (b) appel¬ 
lant was not even entitled to a consideration of the 
motions, by the lower court. * | 

i 

United States v. County of Erie et al., 79 
Bull. 68 Dept, of Justice. j 

Dennis Theiss v. Owens Illinois Glass Co., 
1 F. R. D. 175. | 

Nachod v. U. S. Signal Co., Inc., et al., 26 
Fed. Supp. 418. j 

The facts of the last-cited case bear a strikiijig 
similarity to those of the present case. There, as 
here, the complaint under Section 4915 R. S. had beejn 
dismissed because of the lack of an indispensable 
party and a motion to vacate the order of dismissal 
was filed more than 10 days after the order was is¬ 
sued. In denying the motion the Court said: 

The purpose of the pending motion is tj> 
attack the conclusion of law upon which the 
decree of dismissal was entered. Prior to the 

I 

promulgation of the Rules of Civil Procedure), 
28 U. S. C. A., following section 723c, a motion 
for rehearing would have been the proper in¬ 
strument of relief. Under the old practice sucp 
a motion could not be entertained by the trial 
court after the close of term. 3 Moore's Fed-J 
eral Practice, page 3259. Under the Rules of) 
Civil Procedure, motions to attack conclusions 
of law are provided for in Rule 59 (a) (2) and 
must be served not later than ten days after 
entry of judgment. Rule 59 (b). 

I thus conclude that I may not properly 
entertain plaintiffs’ motion but must relegate j 
them to their right of appeal. 
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CONCLUSION 

It is submitted that on its face the appeal is from 

i 

an order which is not appealable, that if it be con¬ 
sidered in effect as an appeal from the orders dis¬ 
missing the complaint it was not in time, and that in 
either case the appeal should be dismissed. 

W. W. Cochran, 

Solicitor, U. S. Patent Office, 

Attorney for Appellee. 
Conway P. Coe, 
Commissioner of Patents. 


February 1943. 




APPENDIX 


NOTICE OF APPEAL, 73 (B) 

In the District Court of the United States for 
the District of Columbia 

I 

— 

I 

Civil No. 10,342 j 

Safeway Stores, Incorporated, plaintiff 

i 

vs. | 

I 

Conway P. Coe, Commissioner of Patents, and South¬ 
ern Indepentent Oil & Refining Company, Inc., 
defendant 


notice of appeal 

Notice is hereby given this 14th day of February, 
1942, that Safeway Stores, Incorporated, the plaintiff 
above named hereby appeals to the United Statei 
Court of Appeals for the District of Columbia froir 
the judgment of this Court entered on the 17th day of 
January, 1942, in favor of both of the above named! 
defendants against said plaintiff. 

Eugene E. Stevens, 

Eugene E. Stevens, 

531 Washington Loan & Trust Bldg., 

Washington, D. C. 

(9) 


509027—4; 


/> 


U. S. GOVERNMENT PRINTING OFflCCs 1*43 


